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NOTIFICATION

No.H. 12017/55/99-!JD/Pt. the 8th October, 200.2. The following Act of Parlia­
-ment is hereby Published for genera I information.

R. Lalthazuala,
. Deputy secretary to the "(iovt. of Miz• .rnDr.

THE PATENTS (AMENDMeNT) ACT 2002

·AN
.. ACt .

, .,'- ..
:. ,.,,~ '1_,,'·

further to amend the Patents Act. 1970.
'., .' ; _'.'_ " >.'.' '. ,".,._ '-'. ~.:-." ce..-' "._. -,,-

BE 'I enacted by Par-liament in tlieE,fty,U\ird .Year or
the Republic of India as follows:-'" '.'- .....

,,",,)., {JLThjs Act. J.lla.yQe,$~d ;Ahe ,~.atcnts Short title, ana
(<\JI!ell,hn~tlc .¥t",2002, '.,' '"'.,,,,,", 'c. commence

;::?;i' ;>. ... :t.:. ,_;;::,,:,~ ,:< ~' "~l.:'; !-J"; ,ie' t",>;",oij;"'jJ,' ~_:.'-'tl"~ ment.

(2tli' sh~lICi:>me'int';f6i"';'of s~ch"dale iis' tI,e
Central Government may, by notification in the Official
Gazette. appoint; different and dal~ ~.."pP@inted
for different provisions of this Act' ind' any reference
~~"~~I~,~ P-f.9!;!jOI\..to,!/I~co~.'!'.E!\I'-9'B!'~t ~r.,t~ Act
.......... ,son."'''''l''"lI8 "~.",,,.e~ct'~~tl!e-~ mro
ferce of that ~P~~;,_o'"~,,,; (i·;:' -, -~' ~ -,":4:."
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\ffiJlF"
Substitution 2. In t.he, i'areuts :~f 1970 (l1en::im:.fte,r rei,crrc~,
of certain to as the principal Act)J~,,'" the words High Court
words for wherever they occur in sections 21, 43 nnd 71 and the
the words word "Court" occurring in "sections 21 and 71. the words
'''High ,.,:'~Pl'eIlate,~d" and "Board" s,,",,!J, .respcctivclj b>.,
Court" aQ:s.iibstlt:..ij{et'L', ~ ;;,. 'i"~ '-~..' ';;' I;""lt ~\.;-::] ,
"Court". -'. ,

.: '

" '

'(a) "Appellate, Board" means the l\ppdL-l11J ~.,.;.
Board referred to in section 116;

(ab) "assignee'tincluries an assignee of the Jsslg­
nee and the legal representative of a deceased
assignee and references to the assignee of any person
jnctudc references to the assignee of the Icga! repro- ,
'sentative 'or assignee -of ,that ~rsoIi.'; , ,

(ac) "capable of industrial application", in re­
lation to an invention, means that the invention is

"capable of being made or used in an industrv:":. , ,,, , -. , - - -

(b) for clause (d), the following clause shall be
~lJbs,tit~lte~,nam.c,Jy ::-. ,.

, " .. ,', ','

'(d) "convention country" means Of a country
which is member of .a group of countries Or H
union of countries oran Inter-governmental organi­
sation notified as such' under sub-section (I: of
s~ll!Jon 133;';

Let fO£91ause, (g)_ the, ~'olJowing c1d!J-SC shall p¢
sllbsrililllid;' namely: , ,',

" .,'

'(g) "[60<1" 'itle«"slluYlIrode Ofnouti5hment
fur huma" ccnsumption and alsoiitclud" .ny sub­
stan~ intended for the usc of infants, invalid', or
cnllval=epts a. an article of food or drink;';

(tt) in' ,1",- (ifi: ' ",
" (i) ill.iiw1iliJld U)tfof the ,words "iJui~n tor'

," r1tDl1i>f Delth-;'the;,ords "Naribelil'Cltl'ij~1 Tet'-,
ril<>ry ef Delhi" shall be Slllmltiiltd;: "
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.(ii) for ,_:S_l:I_~_~~~'i,~S~ (l~), ,thf .' f?11owing;"sub-claus~
shall, be substituted -namclv :.:.c..~ .'.:", ""', ,-'.' . ;».-. .' .', -. ,>

~-

"(ii) in relation to the State of ~funttchal Pra­
, desh and the State of Mizoram. the Gauhak
- High Court (the High Court d[,Assltm, Naga­
'land, Megha laya, _¥ail~PPf, ,Tr~P,lut#; Mizoram
and Arunachal Pradesh); '; - - --,

(iii) ill sub-clause (v)" fo(';rlte 'words "Union
territory of Goa. Daman andDiu", the words "State
or GO~l~ the Union territory of IJ'llll~,.n and DIu" vha i
be substituted;"." - '-' ..' .

. (e) after chltiSd"\iJ, the fo llowing 'claust shal! be
inserted, namely:-

,,:;'Oa)" \iint~rJl~dbn~a-~ p,pH~ati9t1 ". me!1ri~f an\_~ppl i·
.,c.atlqH, for p~t~~t m ide in'accordance "witl1 th.e Pa
",ten~, G~operation~'Treary';';;'" - , '. -,j - ' .. ~~
c "'<'- ....-- ". "1"-""" ,'j ",.... ..:'?'

(f) for clause (j l: the fot1O-wi'ng
substituted, _n~m€d_y: -
,,,.. ,",' ......

''''Of "i"nventlon#o lhea-ns' a': new
':'cess 'ilivolviriif'~n:' 'hlveritiVe- step
industrial application;

,
Clauses shall be

ptlJduti"ilt pro
and 'capable of

'!"'.: i ~ '. ". .;,

(ja) "inventiVe step" :meam a ,feature' that ;makcs
the invention not obvious to a~~?p. skilled in
the art;'; -~. "- .

" .. I! i

':""W"-fcr'd;i...o (itii, '\he:rl>lI~)fti:na~tt\lSC_: sb21l be
subStituted. namely :--, <, ,- - .. ' -"

'f'll) "p.,b;,\i" m~ ~:-jllItent "granti:d llIld.r
this Act;'; ,"
:'. ;.. <!:: ;.:'-, ".- :'i "'.!'~'

(h) after cleese [c}, the 1"'lIoWlnk"'~.·· mall be
imerted.ll4moly; ~~ _ ' - _ -

• ~... ". ,. -j .. ' .. . • -- ". .., ., ~ ;1',,_ .',.. ;;,;:( -' ;

. _'(aa:J;;;;i>Mmt~on 'yr.oa"'mean. the

~,;:~ef~dar:~i~~;''i~,;n,~~':,d~
lied froo> _-to'!ilB'£: - ,._x -- ---,

Ii)"t\l;chitliJi·· (1lI.'1he'f*ltMO""·:c~·ohall
be fuhsritut\ed.i'nUtielY':t..~·, ",.. ,-, ""',
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(A~ ie refation to proceedings before ·a Hig'k
Court, prescribed by rules made by the High
Court;

(8) in relation to proceedings before the~prel~
late Beard, prescribed by rules made b~ tht
ApPellate Board; and

(C) in other cases, prescribed by rule'> made
under this Ad;

4. In. section 3 of the principal Act,- Arne.IIB,;,-
......{ of

(a] for clause (hi, the following clause shall be section 3,.
substituted,namely :-

' ... ;

~ .:: .,,

- "(b) an. invention the primary or intended usc ot
',eomrrieiciaI exploitation of which would be con­

trary to public order or, morality or which t:';IU~S'

serious prejudice to human, animal or plant life ar
health or to the environment;";

tb) in clause (c), after the words van . abi\tract
theory", the words "or discoverv cf any Jiving thine

. Or non-Jiving substance, occurring in nature" shaM"beInserted: ... " .. " ..... """ .

(c). clause (8) shall be omitted;

(ei) in clause (1),­

. ".:~ ~il:"_"a[ter"the word <'phrophylactic", the ,word.
d,agnoshc, therapeutic" ,shalT be Inserted;

{ii)L ,"~he . ~Q~d~ ,:.'9r.J,lant(,_ ..'hal!,be omitted;

(e) after clause (i), the followiJ1gcia.i.~s shall be
i,Io~rt¢HJ<ame~, :-, .._, ' .. ','

"(j) plants and animals i~" wh'ole -';;i 8tly paft
. . . J,..,-t~ere:qf:~other. ,!4~P:l "~icro~~,r.~~nis~$c. but i~eJu-

,. '."'{'<!lPf,,~s, ·.yllrl~t,'F' an4'1'''9.e~ ll!,de,sent,a Ily
,', ."lijo!"$iCIIli·proce~~fer" pro~p<:tltm or..propa-

ganon of plants a~,~~;~:~l1~a~'l;" ~",~.,,,,;-. ,..~_.:

'!:~~~~:p?t=:C~~~~Ji:i.~6f.~~~rr a com-

(1) II literary. dr~mati~icaJ_J~+~~~.til!\yor~or
any other easthetic creation wnatsoever including
cinematographic works and television productions;
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,.
(m) a mere scheme or rule or method of perfor­
ming mental act or method of playing game;

(n) a presentation of information;

(0) topograohy of integrated circuits,

(1') an invention which, if" effect, is traditional
. knowledge or which is an a~r~,gation. or diJplicft~
tien of known properties 01 traditionally bown
component or components.".

5.. In section 5 of theprincil'al Act, after lu!Hlectlon
(2). 'l~efoUowiJl.!\ E~plal1~uoD. ohafl.bei.uerted,
name y:-

'Exp!anat1on.;:"For· tfbe" PUtyjose8 ~of -thli" .ec'ion~
"chemical processes" includes biochemical, bio­

",;ci'tteltciniltog.callin<l micH>~Io!iC"ll't_s.'.
, • •.. - ; -.'.:,"I • "" ) . :.. • •• ~ ; •

6: .'Iri'seieftl>ll'1 Of'tbe- prm.nll8FMt, arter 'rillb-scctiOR
(I), the 'following' sub_on'·', 'llhat/c.,tie m.erted,
namely:

-, ~ , <.•:••

"(tA) Every international application under the
.... Piltilt"Olo~ 'f.....ty)~""·''''''tdtfl; ;Is may be
." ,·ft!Mi:<llisigltatlitg·lmlmi,·oshallbe de"'~tno be an

application under this Act, if a corresj)8ftding ap­
lication has also been filt'd before the Controller

..')'i'l··,tn 'li'ltlii.'\:'·: ~ :t,,<o1".:';',/), .,;~.~ ;:.i,:; .... , .....# "
',f, :,!,.,.. '.:, ~',~!' ";i/,. k,.·;:.t':;:;"~"(+ ".,.;" 1/,; }}-i"

1:»),'-11\" .ilCtitlD' 8""f ihe'principillf.M, ,""c:i.', "',,;,
,-,1,:"..:.'<""';' ",_:..;',,', """, t·, ;'. ,;"'" ';"'"r ," ,_:~ ;,

ir.: (~,. mr..!HlHtI6tl~H,""',"':, ".
t,'j~ t.. ,;,;.;, .. .,.-r,.'",,';;#;' -'·..i."; .:-;i,;; ..tiu;'(· t •• I.i~~';,~~;

.", ..,m. in tbe,,(1ftibll I'fIfli(M>,iiaft!D'·tlW<Word. "he
" "·'A</Il'lik·'.1<JillfMtIt.'·<\Us '.W1it:/ltlt!ll";'the word
.',.....01' ..u\lH<lueDtjy lrlIitbllt r , iICb · ·f!<lJiillli, as the

Controller may, for good and sill'fltriftt r••sons,
allow" shall be inserted;

',.

AmDlld­
mont of
section 5.

Amend­
ment or
section 7.

Amendment
of see-tiM.
8.
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(hi for sub-section (2), tbe followiug sub-section
shall the substituted, namclvi-.' , , . -

...
:". ,

Amend­
ment of
section 10.

. "\2) At anytime after an application for patent
IS filed in In:dia"'and':till'the~"-gtaTff ·of. 'pate-ll: or
refusal to grant of patent is made thereon: the'
Controller may also; require the applicant to furnish
details, as may be prescribed, relating to the pro­
cessing of the' application in a: country outside
India, and in that event the applicant shall furnish
information available to him to" the" Controf ler
within thirty days from the "date 6fieceipt of the
communication requiring such furnishing of lq.for:-,

;" marion or within' such further' period as the Con­
troller may, for 'good and sufflcientj-eascns, allow.".

s. In section 10 of the principal. A;ct,~

(a) in sub-sectioll (4), .fler cl.u,. (I'),.I~ follojVing
clause shall be inserted, namely.-c-

"(d) he .""om~ by.~ abstract to pro­
vide technical information on the invention:

Provided lbat-

(il Ihe .(.:o..lroller, may amen4 tile ,abslrl>ct fer
',1;: '. providing"; better informafion to third parties.;

alld

"'"

;"-.. -,- .::,-..

.
(if) if the ilpplioaBt mestions a bioIQ1rical_flJah~­
rial iR the speciflcation which may not be
describedi:n ,:sucba 'lVS;Y '.&S· so sWsfy.clau!tes'
tal and (b), and if such material is not uvailable
10 the public, the appli.,.lioll~b"ll be .""lU­
plet'" by depooltiog the material to an autho­
rised! ue·poaitoty_iI)5tih.U()l} aS1may be notified
I'>y lb. Cenln,l Go.e.nment intlle Qfl4:ial Ga­.-to and by·fullilliall tl:lt~·folll)wing conditions,
n_ely:,

, .;

(A) the deposit of lhe material shall be
...ade not~, .• J!Iao tb. dal",Qflhe patent .1'-
pU~.t,ion in India; ,.' ".," ,,' .:»

., (B)lllIthe,·aVJlH"bl~dlil(."~istics of the
malctiali'eqnired·'to.·'it tG lieoortectly idcnrt-

~. ~~ i~~e~ij~~~t~./~1:~~:~d~j~;j~.t·..,;\:c:/~~~~:~
. '....... ..,~I~y tn.ri.t~I~~il1)d ~.Id~~~~mb~r "f

me depOSIt' "'Of U~' 'l'natt<JJ,a: .t"'~'LU~~ .." .." uunou:
-" ....,.. ", ,

:.... :~

.;;~ .:
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tC) a~cess. to the material ,is ay'aila,~)e in
th~. d~po.~;it~iY.,. :i~stitUtion,oh)t' 'a(te~ th~ .. ~~te
of the :"ar-fpllcatlOh 'for l~dtenf'IH l,nd180;.r l.t a

" ". priority is 'clarrncd after 'the date' 'Of '(1)e ptlqnty;
':," \

(D) disclose the source and geogr tphica l
. e-~~i'tl' or!JhcW,dl()~tt;aJ' '~at,;:~i~l' irt,'t~hc! ~:pe\.:ih

catron,' when used'ni"an mventron. ;'

.~~: ''''b)'ifter sii'b~~edi'on""{4)."the>'Ioflowing sub-~Ction
" -shall 'be inserted, namely:~~ ", " :,-'

, -." '.:' -'.-,

''(41\). In,' case of ari' international a,'ppl~ation
.'.:(iesignatirigilridia',....;.. .. ' f'

y, . (if tbelitle,deS!:rigtion, d'aw'ags~~i and
'. clllimsftledwitJi'tll'eaPJiIiCatioi>; shall'lie,takea

'as' tbe ·eompl.leij>ect~tfon (Mtlle purposes
of this 'Act· ,,00 " .., .,. .,

,

(ii), tlle filing d,~te of tbe ,1Ipplicati<,>p and it$
." e<>mplete·Sp.clfication;'pr,,~ -by, tbe patent

offieo as designatei:h)lfil:. oreleCltld o~;iohal1

..;.,.~.t~=~d;"::(..f.M:c~~~~f'0~~ed under
,~',~,,4~";-,/,·· .--,:-1: .,' ,." .' ,', ,:

(cj f"Ot sub-sClctiOtt' (Sj;' the' rol101ltial" stll>-_ti""
'span be substltul". oa,!Ilely: - .

'-t. --Ci

"""($} Tllc(i,;laim 'or olai81irtf' '''''''IiIPJtoi~ sp;c.ili'
.<3t.... •""Rrel.te to'. &inINHil\~Ri'-, or 10 a
group of iaveatiGR.'Iilll'id'·i" 'as 't&·flMtiI a .illst.
~y~tiv. c~ncep" shall he oloa! a~ ."""lac,1 aad

-.' sltall he liI.r'" bastld Oft Ih. matl.r diJdosed 1ft the
'If,,Jeeifieatiob.~;, :) ,; 9 ' '~:') - L;,

:,.';; ",,',.1,:: . ,~,~._" "', "."',;

•

Amendmem
of Chapter
IV.

P"blicatioJl
of applica­
tions.
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(2) Except when a secrecy direction is given under­
section 35, every application for a patent shall, 011 the
expiry of the period as specified m sub-section 0))
he published.

(3) The publication of every applicatioLl fur a.
patent shal! be notified in the Officia1 Gazette.

(4) In" case a secrecy direction has been given
in respect of an application under section 15..
then, it shall he published after the expiry of the
pe.r1~ ~f eighteen ,rn~mt-hs .or when. the secrecy
direction has ceased to operate, whichever is later.

. . .

",.:,.,.; ,.. -, ,..... :-
.'( '.,~ " .,-

\ .

(5) ,The pubJiqation.orevery application under
".t~~ "'~t,i<lil,~~a)l il1.cl,udethe.pa~!icula\scf the dote

.. uf,ap!1hci'>!I!'n,. J!l!mj1er.!,f .apphql!lol1, name and
address of the upplicant idenrifying the application
and an abstract.

" c(~iJj~~nl'~~lji;liti~n.l1f,,; ..~p.pJI<?~!,pn for ,.
., .•.p.a.!gltt \lllll.'" t\1\8 . I!J~UQJ!.';-.. " "c. .. ..

. ! ,. ;.(a) ···tbe'd~p.~t!,rJ"jn.~~t~i';'".d;;;'\Jmake the
biological' material mentioned in the specifics­

"'. > ..,....~ion,jj,Yllil;<pJe tQ;.th~. Jllll1liS,;, '.', , ....

(b) the patent o'I1\~~ m~y,' ~;;"pay;ent 'or ,uch
C••' ,c.. f~.~,ma¥. be.llr~\;).iPed, ..Jllals~J!)j;.. speciftcauon

I. ,,:.' ',n. an4;Qr,"w1ngs;;., ~r.: JU~Y.-:9.f, -. s~.~.l!: application
,;. .. .A~ilaJ>.!e.lll .tlk..PJIblic"' , ..' ;:.c......
,",;",-,•• ~_- .. ,'•. , •. ;.._., .'-ff;:"- .:',C"' "", >.. '<', _. "'='::., ,,:, , .... "~ <
-r ••·H~·,.(j)N.o.applicaiiQDf,oiap~tepi ,h;tH be Re.jUCSl for

required to be examined unless the, applicant Of e~(.teA'.

any other interested penon makes' -3' request in
the prescribed IP~J)1\er for such examination within
forty-eight months from the date of filing of tbe
appJialti'm (9r P!'.1l111l, .

< l1) J"-~~9f an~pplicllii.QnJil~,,~t'!'~elh~ com­
mencement of the Patents (Amendment) Act, 2002.,
a"equlS( iRII1' presor.ib<:ll 1I!~1l1!er f".( .\ll<aDlination
shall be made by the appli<rllll( ~r~nY::Olher inte­
Tested person within .. , a ,period '" oftwr;lve month!-

'... fi'bn{ tire ilii'ft of· stl'Cb .·coiirni.·ri'cem.at" or 'within
for!y..,ight !'l0nths from the date of tlle-applicatioa,

.·.C,'Whicllc.veL· .... l'!ctM.. c., , ... 'i ...... ' .. "'. '. '" ,"

'(:l)'(n _ of an applieationinRl$peCI·oi .. dai",
for a patent covered under- "S4OCtil)" 1'2) of see­
lion S, a request in the prescribed manaer fot
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examination shall be made by the applicant or any
other interested person within a period of twelve
months from the 31st clay or December, 2004 or
within forty-eight montha from the date of the
application, whichever is later.

(4) In ca•• the applicant or any other interOilocl
person does not make a request fOT examination.
of the appticatio- for a patent within the period
as .pecified under sub-eection (1) or sub-sectlon (2)
or sub section (3), the application shall be treated
as withdrawn by the applicant:

Provided that --

ti) the applicant may, at any time after the
filling of the application but before the grant
of the patent, withdraw the application made
by him; and

{ii] in a case where a secrecy direction hag
been issued under section 35, the request for
e-xamination may be made within forty-eight
months from the date of revocation of the sec.
recy direction.",

Amendment 10. In section 12 of the principal Act,-
ef section 12.

(a) in sub-section (Il,-

[i) for the words "When the complete specifi­
cation has been filed in respect of an applica­
tion for a patent, the application and specifica­
tion relating thereto," the words, brackets.
figures and letter "When a request for exami­
nation had been made in respect of an applicn­
tioa for a patent in tho prescribed manner un­
der sub-section [I) or sub-section (2) or sub­
section (» of section !lB, the application and
specification and other documents relating
thereto" shall be substituted;

(ii) in clause (a), for the words "specification
relating thereto", the words "specification. and
other documents relating thereto" shall be sub­
stituted;

(b) in sub-section (2), for the words "specificauoa
relating thereto", the words "specification .and other
documents relating thereto" shall be substituted.

Ex - 324/2002
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power of
Controller
t o refuse or
requtre amen­
ded applica­
tions. etc.. in
certain cases"

1J of the principal Act,in sub sec­
"as the Controller maydirect ,:shall

Amendment
of section
13.

Substitution
of new
section for
section t 5,

Amendment
of section
17.

11. In section
don (2), the words
be omitted.

12. For section ,15 or the principal Act, the Iol­
lowing section shall be substituted, narnelyr-'-

"IS. Where the Controller 1~' satisfied that the ,w­
plication or any specification or any othcr :docu­
ment filed in pursuance thereof does not ((,nl~11~
with the requirements of this Act or of any rules
made thereunder, the Controller may' require the
application, specification or other docuu.cr L as
the Case may be, to be amended to his satisi.o.uon

"before he proceeds with the application or re-Iu se
the application on failure to do so.".

n. In section 17 of the principal Act, for <ubscc­
tion (2), the following sub-section shall he subvtinued,
namelyr-r-

"(2) Where and applicafion or spcciiica ion
(including drawings) or any other dOCU1l1t"]]1 i:; re­
quired to be amended under section 15, till' ;I'.>pll­
cation or specification or other document ~h:t! l . if
the Controller so directs, be deemed to have .een
made on the date on which the requirement i-, om­
plied with or where the application or._spec';!!c: uor
or other document is returned to the npplicnn.. on
the date on which it is refi led after complying with
requirement." .

Amendment
of section 21.

14. ln section ·21 of th- pr-incipal 'Act.

(a) ,iT! sub-section 0), for. the portion beginning
with the words "fifteen months" and ending with
the words "of this section", the words . twelve
months from the date on which the first statement
of objections to the application or cornptctc -pcci­
ficarion or other documents relating thereto i- for­
warded.lo the applicant by the Controller." shnl l
be substituted: ' ..

(b) sub-section (21 shall be .omitted;

(c) . msub-section (31,-

...
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(il for the words, brackets and figure "fifteen
months specified in sub-section (I) Of the rx­
tended period", the words "twelve . months"
shall be substituted;

{ii} for the words "fifteen mouths. 01 the
extended period, a-s the case may be-l

' , the
.wonjs "twelve'-months" shall bc-subsututcd;

(d) in sub section (-4'), for the' words "'fiftecq. months,
or as the case may be; the extended 'period,
until the expiration of," the words "twelve
monjhs to" shall he <ubsti tuted

Amendment
of section
23

Amendment
of section
22

is: .In section'22,qfth~principal Act, "in the proviso,
for the words "eighteen rnonths'". the word -, -ttwclve
months" shall he substituted.

1'"6. Tn section 2'3 of tbe principal Act, for the words
"~led' ill pursuance thereof' , the vvords "as accepted
byjhe Controllcr along with other documents I)'led by
the applicant in pursuance thereof" shall be subsfi tutcd .

17.: In section 24C of the. principal A8t, Amendment
of section

(a) in, clause (c), for the word and figures "tsection 24 C.
85" , the word arid. figures "sec-lion 84" shall be
substituted; .,

;,b). fur clause (d) s •the following clause shall be
substituted, namely ;--

"(d) clause (e) of sub-section (7) ..of .sccnon
84 shall be omitted.".

Amendment
of section 25.

following

Act ., .1n section 25 of the principal

(a) III sub-section 0), after clause \i), the
clauses shall be inserted, namely:-

"(jJ that the complete specification does not
disclose or wrongly mentions -the source 0:'

geographical origin of biological material used
for the invention ;.

18.

,'(k) that the invention so far' as claimed ill ~ny
claim of the complete specification IS .anttci­
paied having regard to the knowledge, oral or
'othei'v/j~e·. available-within any local or ind i­
genouscoatmuuity in Indinor elsewhere," ;

~b)Cin 'ub-sci;lion (2l, for the weeds "shaH give"
rhe words "may, if So desired, give~t~htlll be substituted;
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Amendment
of section 35.

Amc.ndmcot
of .section
3s,

Insertion of
new section
39.
Prohibition
to apply,
under cer­
tain circum­
stances, for
patents rele­
vant for de­
fence, pur­
poses, etc.

(c) in sub-section (3), after the WOlds "shal!
be taken of any", the words "personal GOCU­

ment or secret trial or" shall be insetted.

19. In section 35 of the principal Act, in sub-section
(I), the words "to any person or class of persons
specified in the directions" shall be omitted.

20. In section 36 of the principal Act, for sub-section
(1), the following sub-section shall be substituted,
namely t-e-

"(1) The question whether an invention In

respect of which directions have been given under
section 35 continues to be relevant for defence
purposes shall be reconsidered by the Central
Government at intervals of twelve months or on
a request made by the applicant which is found to
be reasonable by the Controller and if, on such
reconsideration It appears to the Central Govern­
ment that the publication of the invention would
no longer be prejudicial to the defence of India or'
in case of an application filed by a foreign appli
cant it is found' th'1t the invention is published
outside India it shall forthwith given notice to the
Controller to revoke the direction and the Control­
ler shall thereupon revoke the directions previously
given by him.".

21. After section 38 of the principal Act, the follow ing
section shall be inserted, namely: --

"39. II) No person shall, except under the authority of
a written permit granted by or on behalf of the Con­
troller, make or cause to be made any application
outside India for the grant of a patent for an inven­
tion relevant for defence purposes or related to ato­
mie energy unless-

(a) an application for a patent for the same in­
vention has been made in India, not less than six
weeks before the application outside India; and

Ib) either no direction has been given under sub­
section (I) of section 35 in relation to the applica­
tion in India, or all such directions have been
revoked.

(2) The Controller shall not grant written permis­
sion to aoy penon to make any application outside
.India without the prior consent of the Central
Government.



23. In section 43 of the principal Act, in sub-section
(1),-

(a) in clause (c), the word "or" shall be inserted
at the cud;

(b) after clause (e), the following clause shall be
inserted, namely:-

(3) This section shall not apply in relation to an
invention for which an application for protection
has first been filed in a country outside India by a
person resident outside India",

22. In section 40 of the principal Act, after the word,
and figure. "under section 35", the words and fillures
"or makes or causes to be made an application for
grant of a patent outside India in contravention of
section 39" shall be inserted.

Amendment
of section
40.

Amendment
of section
43.
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Amendment
of section
45.

Substitution
of new sec­
tion for sec­
tion 411.

Rights of
patentees.

"(d) the application has not been found to be
in contravention of any of the provisions of
the Act,".

24. In section 45 of the principal Act, for sub-section
(I), the following sub-section shall be substituted,
namely:---

"(I) Subject to the other provisions contained in
this Act, every patent shall he dated as of the
date on which the application for patent was filed.".

25. For section 48 of the principal Act, the following
section shall be substituted, namely:-

"48. Subject to the other provisions contained m
this Act and the conditions specified in section 47,
a patent granted under this Act shall confer upon
tho patentee->

(a) Where the subject matter of the patent is a
product, the exclusive right to prevent third parties,
who do not have his eonsen], frllJ!1 tho act of
IlU\kUl$, Ilsjti~, ofl'erinll fOr sale, seUinli pt Impor­
ting for those purposes that product In IndIa;

(b) Where the subject matter of the patent is a pro­
cess, the excluslye ri$ltt te pr~\letlt thitt! p.ttjea who
do not have his cotJ.ettt, f,"ilI the aet 01' "sill! that
process, and from the act of USin"! Qlforing for sale,
lelIlIlll or iillpdtllng flit IllclSe jlut Ilks !fl.e product
obtalll~ directly by llull pr""ess tl Itldla:



(b) in sub-section '2), for the words "or a speci­
fication," the words "or a complete specification or
any document relating thereto" shall be substituted;

(c) for sub-section (3), the following sub-section
sball be substituted, ,namely:-

"(3) Any application, for leave to amend an
application for :Ii patent or a _~omplete specifi-

Amendment
of section
57.

is nut a
shall be

14

(a) in sub-section (1), after the word "specifical.iou"
at both the places where it occurs, the words "or
any document relating thereto" shall be inserted;

27. In section 53 of the principal Act,- Amend-
ment of

(a) for sub-section (1), the following sub -scrtion section 53.
shall be substituted, narne lyt-r-

"(I) Subject to the provisions of this Act, the
term of every patent granted, after the com­
mencement of the Patents (Amendment) Act,
2002, and the term of every patent which has
not expired and has not ceased to have effect.
on the date of such commencement, under this
Act, shall be twenty years from the date of
filing of the application for the patent.";

(b) after sub-section (3), the following sub-section
shall be inserted, namely tv-

"(4) Notwithstanding anything contained in
any other law for the time being in force, on
cessation of the patent right due to non-pay­
ment of reaewal fee or on the expiry of the
term of patent, the subject matter covered by
the said patent shall not be enti led 10 any
protection." .

28. In section 57 of the principal Act,-

Ex . 32412002

Provided that the product obtained
product in respect of which no patent
granted under this Act.".

Amendment 26. In section 50 of the principal Act, in sub-section (2),
of section for the words "make, use, exercise and sell the patented
50. invention," the words and figures "the rights conferred

by section 48" shall be substituted.



...
(b) in clause (a), for tho word "specification," the
words "specification along with othec.documents

" ,.relating thereto" shall b. snbstituWh ,'. : .. ,

(ii) in sub-section (2),-

(a) for the words "complete specification,' any
.amendment of the specification," the words "corn­
plete specification along with other documents re­
lating thereto, any amendment of the specification
or any other document relating thereto" sha II be ' ,_' ,',

, 'substituted; ,J (,J ,r _,,;c ; I
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cation Or a document relating thereto under
this section made after the acceptance of the
complete specification and the nature of the
proposed amendment may be advertised in the
Official Gazette if the amendment, in the opi­
nion of the Controller, is substantive.";

in sub-section (6),-

{i] after the words "amend his specification,"
the words "or any document relating thereto"
shall be inserted;

(ii) after the words "acceptance of the com­
plete specification." the words "along with
other documents filed by the applicant" shall be
inserted.

(d)

29. In section 59 of the principal Act,- Amendment
of section

(i) for sub-section (1), the following sub-sec- 59.
tion shan be substituted, namely:-

"(1) No amendment of an application for a
patent or a complete specification or any do­
cument relating thereto shall be made except
by way of disclaimer, correction or explanation,
and no amendment thereof shall be allowed,
except for the purpose of incorporation of ac­
tual fact, and no amendment of a complete
specification shalf be allowed,tbeeffect of
which would be that the specification as amen­
ded would claim or describe matter not in
substance disclosed or shown in the .specifica­
tion before the amendment, or that any claim
of the specification as amended would not fall
wholly within the scope of a claim of the spe­
cification before the amendment.";

T
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In section 64 of the principal Act,-

In section 67 of the principal Act, for sub-section
(4), the following sub-sections shall be sub­
stituted, namely:-

"(4). Notwlthstsndin! anythins oentained iu sub­
secnon (I), it sllall b. lawful for the Controller to.

(a) In sub-section (1),-

(i) the proviso to clause (b) shall be omitted;

(ii) the proviso to clause (e) shall be omitted;

(iii) the proviso to clause (f) shall be omitted;

(iv) ill clause (n), after the words and figures
"under section 35" , the words and figures "or
made or caused to be made an application for
the grant of a patent outside India in contra­
vention of section 39" shall be inserted;

(v) after clause (0), the following clauses shall
be inserted, namely :-

U(p) that the complete specification does not
disclose Or wrongly mentions the source Or
geographical origin of biological material used
for the invention;

(q) that the invention so far as claimed in any
claim of the complete specification was antici­
pated having regard to the knowledge, oral or
otherwise, available within any local or
indigenous community in India or elsewhere." ;

(b) in sub-section (2), in clause (8), for the words
"secret use", the words "personal document or
secret trial or secret use" shall be substituted.

(a) in sub-section 0), for the words "one year",
the words "eighteen months" shall be substituted;

(b) sub-section (2) shall be omitted.

Amendment 32.
of section 67.

Amendment 31.
of section 64.

(c) in clause (b), for the word "specification," the­
words "specification or any other document rc Iaring
thereto" shall be substituted.

Amendment 30. In section 60 of the principal Act,-
of section 60.

Ex-324j2002
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keep tbe register of patents or any part thereof in
computer floppies, diskettes or any other electronic
form subject to sucb safeguards as may be prescribed.

($), Notwithstanding anything contained in the Indian I of 1872
Evidence Act, 1872 a copy of, or extracts from, the
register of patent" certified to be a true copy under
the hand of the Controller or any officer duly
authorised hy the Controller in this behalf' vsbalt,
in all legal proceedings, be admissible in evidence.

(6), In the event the register is kept wholly or
partly in computer fleppies, diskettes or any other
eleotronic forme-

(a), references in this Act to an entry in the register
shall be deemed to include reference to a
record of particulars kept in computer floppies,

diskettes Or any other electronic form and comprising
the register or part of tho register;

(b), references in this Act to particulars being
registered or entered in the register Shall b. deemed
to include references to the keeping of record
of those particulars comprising the register Or part
of the register in computer floppies, diskettes or
any other electronic form; and

(c) references in this Act to the rectification cf the
register are to be read as including references to
the rectification of thc record of particulars kept
in computer floppies, diskettes or any other
electronic form and comprising the register or part
of the register.".

33. III section 68 of the principal Act, fot the
words "the Controller within six months from the com­
mencement of this Act or the execution of the docu­
ment, whichever is later or within such further period",
the words "the Controller within six months from the
execution of the document or wlthio suoh further pe­
riod" shall be substituted.

34. In section 72 of the principal Act, after sub­
.ectiOIl (2), the f011owln* s\lb-llllltlOQ shall be insetted.
namely:-

"(:l) If the reootd of tile partlolllan is ktpt in
computer floppies or disketlOil at III any lOtb'" elee­
tromc form, sub-sections (I) and (2) shall be
d_1Id to Iulve beeti clllllllllil!d With if the IIbblic

Amend­
ment of
section 68.

Amend­
ment of
section 72.
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43 of 1958.
47 of 1999.

.- is given access to such computer floppies, diskettes
or any other electronic form or printouts of such
record of particulars for inspection.".

35. In section 73 of'fhe principal Act, in sub-sec­
tion (1), fOT the words and figures "section 4 or the
Trade and Merchandise Marks Act, 1958", the words
and figures "section 3 of the Trade Marks Act, 1999"
shall be substituted.

36. In section 76 of the principal Act,·-

Amend­
ment of
section 73.

Amend­
ment of
section 76.

2 of 1911.

(a) for the words "Central Government", the
words "Central Government or Appellate Board"
shall be substituted;

(b) in clauses (a) and (b), the words and rlaurcs
"or under the Indian Patents and Designs Act.
1911" shall respectively be omitted.

37. In section 78 of the principal Act, in sub-sec- Amend­
tion (1), after the words "complete specifications", the ment of
words "or other documents relating thereto" shn il be section 78,
inserted.

CHAPTER XVI

WORKING OF PATENTS, COMPULSORY LICENCES AND REVOCATION

38. In section 80 of the principal Act, the "o 110\v­
ing proviso shall be inserted at the end, namely:

"Provided that the party desiring a hearing makes
the request for such hearing to the Controller at least
ten days in advance of the expiry of the ttruc-timit
specified in respect of the proceeding.".

39. For Chapter XVI of the principal ACl, the
following Chapter shall be substituted, namelyt r-

8-2. In this -Chapterv unless the . context otherwise
requires.e- .

(a)·,"patented ·article" includes any article-made by
a-patented process: and:

(b). "'~~p~temee" includes a,J;lexc1usivc, [icensee.

Amend­
ment of
section 80.

Substitution
of new
Chapter
for Chap­
ter XVI.

Definitions
of "paten­
ted articles"
and "pa­
tentee'' .

-i
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Compul­
sory
Iicences.

83. Without prejudice to the other provisions COD­

tained in this Act, in exercising the powers conferred
by this Chapter, regard shall be had to the following
general considerations, namely:-

(a) that patents are granted to encourage inven­
tions and to secure that the inventions are worked
in India on a commercial scale and to the fullest
extent that is reasonably practicable without undue
delay;

(b) that they "are not granted merely to enable
patentees to enjoy a monopoly for the importation
of the patented article;

(c) that the protection and enforcement of patent
rights contribute to the promotion of technological
innovation and to the transfer and dissemination
of technology, to the mutual advantage of produ­
cers, and users of technological knowledge and in
a manner conducive to social and economic wel­
fare, and to a balance of rights and obligations:

(d) that patents granted do not impede protection
of public health and nutrition and should act as
instrument to promote public interest specially in
sectors of vital importance for socio-economic and
techno logical development of India;

(e) that patents granted do not in any way prohibit
Central Government in taking measures -to protect
public health;

(f) that the patent right is not abused by the
patentee or person deriving title or interest on
patent from the patentee, and the-patentee 'of a' per­
son deriving title or interest on patent from the
patentee does not resort to practices which unreason­
'ably restrain trade or "adversely, affect ~the interna-
·tioaal transfer of technology; arid _-

(g) that patents are granted to make the benefit
of the- patented inv-ention available' at reasonably
affordable prices to the public. .,

84. (I) At any time after-the expiration of three years
from the date of the . sealing of .a' pate..t, any person
interested may make an application, to the Controller for
grant of compulsory licence on patent on any of the
following grounds, naJ!lely:.,..', ' ".". " ' :;'"

~ ,. t;" ,!;~;;·)·t.::t

General
principles
applicable
to working
of patented
inventions.
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(a) that the reasonable requirements of the
public with respect to the patented inven tion
have not been satisfied, or

(h) that the patented invention is not availa-.
ble to the public at a reasonably affordable
price, Or

(c) that the patented invention is not worked in
the territory of India.

(2) An application under this section may be made
by any person notwithstanding that he is already
the holder of a licence under the patent and no
person shall be estopped from alleging that the
reasonable requirements of the public with respect
to the patented invention are not satisfied or that
the patented invention is not worked in the territory
of India or that the patented invention is not avai­
lable to the public at a reasonably affordable price
by reason of any admission made by him, whether
in such a licence or otherwise or by reason of his
having accepted such a licence.

(3) Eevery application under sub-section (I) shall
contain a statement setting out the nature of the
applicant's interest together with such particulars as
may be prescribed and the facts upon which the
application is based.

(4) The Controller, if satisfied that the reasonable
requirements of the public with respect to the
patented invention have not been satisfied or that the
patented invention is not worked in the territory of
India or that the patented invention is not available
to the public at a reasonably affordable price, may
grant a licence upon such terms as he may deem fit.

(5) Where the Controller direct. the patentee to
grant a licence he may, as incidental thereto, exer­
cise the powers set out in section 88.

(6) In considering the application filed under this
section, the Controller shall take into account.v-

(i) the nature of the invention, the time which
has elapsed since the sealing Of the patent and
the me..ures already taken by the patentee or
any licensee to make full Ute of the invention;

(ii) the ability of the applieant to work tho
invention, to tho public advantage;
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(iv) as to whether the applicant has made efforts
to obtain a licence from the patentee on rea­
sonable terms and conditions and such efforts
have not been successful within a reasonable
period as the Controller may deem fit:

Provided that this clause shall not be applica­
ble in case of national emergency or other circum­
stances of extreme urgency or in case of public
non-commercial use or on establishment of a
ground of anti-competitive practices adopted by
the patentee,

but shall not be required to take into account matters
subsequent to the making of the application.

(7) For the purposes of this Chapter, the reasona­
ble requirements of the public shall be deemed not
to have been satisfied ---

(a) if by reason of the refusal of the patentee to
grant a licence or licences on reasonable terms,-

0) an existing trade or industry or the develop­
ment thereof or the establishment of any new trade
Or industry In India or the trade or Industry of any
person or class of persons trading or manufacturing
in India is prejudiced; or

(ii) the demand for the patented article has not
been met to an adequate extent Or on reasonable
terms; or

(iii) a market for export Gf the patented article
manufactured in India is not being supplied or
developed; or

(iv) the establishment Or development of COm­
mercial activities in India is prejudiced; or

(b) if, by reason of conditions imposed by the
patentee upon the grant of licences under the pa­
tent Or upon the purchase, hire or use of the pa­
tented article or process. the manufacture, use or
sale of materials not protected by the patent, or
the establishment or development of any trade or
industry in India, i. prejudiced; or ..

(c) if the patentee imposes a condition upon the
grant of Hcences under the patent to provide exclu­
sive ~rant back, prevention to ohallenges to the
validity of patent or coercive package licensing, or
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(d) if the patented invention is not being \V(H ked
in the territory .of India on a commercial scale to
an adequate extent or is not being so worked to
the fullest extent that is reasonably practicable, or

(e) if the working of the patented invention in the
territory of India on a commercial scale is being
prevented or hindered by the importation from
abroad of the patented article by-r-

(i) the patentee or persons claiming under him;
or

(ii) persons directly Of indirectly purchasing
from him; or

(iii) other persons against whom the patentee
is not taking or has not taken proceedings for
infringement.

85. (1) Where, in respect of a patent. a compuisory
licence has been granted, the Central Gcvernm;.;nt
or any person interested may, after the expiration
of two years from the date of the order granting
the first compulsory licence, apply to the Control­
ler for an order revoking the patent on the ground
that the patented invention has not been c.orked
in the territory of India or that reasonable requi­
rements of the public with respect to the patented
invention has not been satisfied or that the paten­
ted invention is not available to the public <It a
reasonably affordable price.

(2) Every application under sub-section (I) shall
contain such particulars as may be prescribed, the
facts upon which the application is based. and, in
the case of an application other than by the Cen­
tral Government. shall also set out the nature of
the applicant's interest.

(3) The Controller, if satisfied that the reasonable
requirements of the public with respect to the
patented invention have not been satisfied or that
patented invention has not been worked in the
territory of India or that the patented invention is
not available to the public at a reasonably affor~
dable price, may make an order revoking the patent.

(4) Every application under sub-section (I) shall
ordinarily ·be decided within one year of its being
presented to the Controller.

Revocation
of patents
by the
Controller
for non­
working.
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Power of
Controller
to adjourn
applica­
tions for
compul­
sory
licences,
etc., in
certain
cases.

Procedure
for dealing

, with appli­
cations
under
sections 84
and 85.

86. (I) Where an application under section 84 or
section 85, as the case may be, is made on the grounds
that. the patented Invention has not been workedIn the
territory of India or on the ground mentioned in clause
(d) of sub-section (7) of section 84 and the Controller
is satisfied that the time which has elapsed since the
sealing of the patent has for any reason been insuffi­
cient to enable the invention to be worked on a com­
mercial scale to an adequate extent or to enable the
invention to be so worked to the fullest extent that is
reasonably practicable, he may, by order, adjourn the
further hearing of the application fer such period not
exceeding twelve months in the aggregate as appears to
him to be sufficient for the invention to he so worked:

Provided that in any case where the patentee esta­
blishes that the reason why a patented invention could
not he worked as aforesaid before the date of the
application was due to any State or Central Act or any
rule or regulation made thereunder or any order of
the Government imposed otherwise than by way of a
condition for the working of the invention in the terri­
tory of India or for the disposal of the patented articles
Or of the articles made by the process or by the use of
the patented plant, machinery, or apparatus, then. the
period of adjournment ordered under this sub-section
shall be reckoned from the date on which the period
during which the working of the invention was prevented
by such Act, rule or regulation or order of Government
as computed from the application, expires.

(2) No adjournment under sub-section (1) shall
be ordered unless the Controller is satisfied tbat
the patentee has taken with promptitude adequate
or reasonable ...teps to start the working of the in­
vention in the territory of India on a commercial
scale and to an adequate extent.

1i7. (1) Where the Controller i••atisfied, upon consi­
deration of an application under sectionBd, Of' section
85, .that a prima facie case has been made out for the
making of an order. he shall direct the applicant to
serve copies of the application upon the patentee and
any-other person -appearing from the register to be in­
rereated in the pa~t in respect of which the "!1plica­
uou Ii made. and shall advertise jhe application III the
()fliciaLOazotte.·· .
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(2) The patentee or any other person desiring to
oppose the application may, within such time as
may be prescribed or within such further time as
the Controller may on application (made either
before or after expiration of the prescribed time)
allow, give to the Controller notice of opposition.

(3) Any such notice of opposition shall contain a
statement setting out the grounds on which the ap­
plication is opposed.

(4) Where any such notice of opposition is duly
given, the Controller shall notify the applicant, and
shall give to the applicant and the opponent an
opportunity to be heard before deciding the case.

88. (1) Where the Controller is satisfied on an appli­
cation made under section 84 that the manufacture,
use or sale of materials not protected by the patent is
prejudiced by reason of conditions imposed by the pa­
tentee upon the grant of licences under the patent, or
upon the purchase, hire or use of the patented article
or process, he may, subject to the provisions of that
section, order the grant of licences under the patent to
such customers of the applicant as he thinks fit as well
as to the applicant.

(2) Where an application under section 84 is
made by a person being the holder of a licence
under the patent, the Controller may, if he makes
an order for the grant of a licence to the appli­
cant, order the existing licence to be cancelled, or
may, if he thinks fit, instead of making an order
for the grant of a licence to the applicant, order
the existing licence to be amended.

(3) Where two or more patents are held by the same
patentee and an applicant for a compulsory licence
establishes that the reasonable requirements of the
public have not been satisfied with respect to some
only of the said patents, then, if the Controller is
satisfied that the applicant cannot efficiently or
satisfactorily work the licence granted to him under
those patents without infringing the orther patents
held by the patentee and if those patents involve
important technical advancement of considerable
economic significance in relation to the other­
patents, he may, hy order, direct the grant of a
licence in respect of the other patent. also to enable
the licensee to work the patent or patents in regard­
to which a licence is granted under section 84.



(4) Where the terms and conditions of a licence
have been settled by the Controller, the licensee
may. at any time after he has worked the invention
on a commercial scale for a period of not less than
twelve months, make an application. to the Con­
troller for the revision of the terms and conditions
on the ground that the terms and conditions settled
have proved to be more onerous than originally
expected and that in cOnsequence thereof the licen­
see is unable to work the invention except at a
loss:

Provided that no such application shall be
entertained a second time.

General
purpnses
for llI'antinl
compulsory
licences.

Ex-324/2002
25

89. The powers of the Controller upon an application
made under section 84 shall he exercised with a view
to securing the following general purposes, that is
to say.·~

(a) that patented inventions are worked On a com­
mercial scale in the territory of India without un­
due delay and to the fullest extent that is reason-
ably practicable;

(b) that the interests of any person for the time
being working or developing an invention in the
territory of India under the protection of a patent
are not unfairly prejudiced.

90. (1) In settling the terms and conditions of a licence Terms and
under section 84, the Controller shall edeavour to secure- conditions

of compul­
{i] that the royalty and other remuneration, if sory Iicen-
any, reserved to the patentee or other person ces.
beneficiaJIy entitled to the patent, is reasonable,
haVing regard to the nature of the invention,
the expenditure incurred by the patentee in,
making the invention or in developing it and
obtaining a patent and keeping it in force and
other relevant factors;

(ii) that the patented invention is worked to
the fullest extent by the person to whom the
licence is granted and with reasonable profit tohim;

(iii) that the patented articles are made avai­
lable to the public at reasonably affordableprices;

(iv) that the licence granted is a non-exclu­
sive licence;
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(v) that the right of the licensee is non-asslg'

nable;

(vi) tbat the licence is for the balance term of
the patent unless a shorter term is consistent
with public interest;

(vii) that the licence is granted with a prcdo­
minant purpose of supplying in Indian market
and in the case of semi~conductortechnology,
the licence granted is to work the invention
for public non-commercial use and in the case,
the licence granted to remedy a practice deter­
mined after judicial or ",dministrativc p.ocess
to be anti~competitive. licensee shall be per+
mitted to export the patented prod uct.

(2) No licence granted by the Controller shall
authorise the licensee to import the patented article
or an article or substance made by a patcntc
abroad where such importation would, process .rore
but for such authori:iCl.tion, constitute an infringe
ment of the rl(1hts of the oneatcc.o •

(3) Notwithstanding anything contained Jl1 sub­
section (2), the Central Government may, if in its
opinion it is necessary so to do, in the pub ic tin­
terest, direct the Cont~roller at any time to :culborisc
any licensee in respect of a patent to import the
patented article or an article or substance made by
a patented process from abroad (~uhj(;ct to such
conditions as it considers necessary to impost relating
among other matters to the royalty and other re­
muneration, if any, payable to the patentu;~ the
quantum of import, the sale price of the imported
article and the period of importation), and thereupon
the Controller shall give effect to the clln:ctiol1s.

91. (1) Notwith~tallding anything contained i., the
other provisions of this Ch<Jpter, at any time aiu.r the
sealing of a patent, any person who has the light to
work any other patented invention either as patentee
or as licensee thereof, exclusive or otherwise, may
apply to the Controller for the grant of a licence of
the first.mentioned patent on the ground that he is
prevented or hindered without such licence from wor­
king the other invention efficiently or to the best advan-
tage possible.

(2) No order under sub-section (1) shal l be made
unless the Controller is satisfied-

j

__4
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(i) that the applicant is able and willing to
grant, orprocure the B,alll to -\!le Patl'ntee and
bi$ licensees if they so desire, of a licence in
respect of the other invention on reasonable
terms; and

(ii) that the other invention has made a sub­
stantial contribution to the establishment or
development of commercial or industrial activi­
ties .in the territory of India.

(3) When the Controller is satisfied that the con­
ditions mentioned in sub-section (1) have been
established by the applicant, he may make an order
on such terms as he thinks fit granting a licence
under the first-mentioned patent and a similar order
under the other patent if so requested by the pro­
prietor of the first-mentioned patent or his licensee:

Provided that the licence granted by the Con­
tro ller shall be non-assignable except with the as­
signment of the respective patents.

(4) The provisions of sections 87,88,89 and 90
shall apply to licences granted under this section
as they apply to licences granted under section 84.

92. 11) If the Central Government is satisfied, in res­
pect of any patent in force in circumstances of national
emergency or in circumstances of extreme urgency 01

in case of public non-commercial use, that it is neces­
sary that compulsory licences should be granted at any
time after the sealing thereof to work the invention, it
may make a declaration to that effect, by notification
in the Officia l Gazette, and thereupon the following
provision shall have effect, that is to say, -

0) the Controller shall, on application made at
any time after the notification by any person
interested, grant to the applicant a licence
under the patent on such terms and conditions
as he thinks fit;

(ii) in settling the terms and conditions of a
licence granted under this section, the Control­
ler shall endeavour to secure that the articles
manufactured under the patent shall be availa­
ble to the public at the lowest prices consistent
with the patentees deriving a reasonable advan­
tage from their patent rights.
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(2) The provisions of sections 83,87,88,~9 and 90
shall apply in relation to the grant of licences
under this section as they apply in relation to
the grant of licences under section 84.

(3) Notwithstanding anything contained in sub­
section (2), where the Controller is satisfied on
consideration of the application referred ttl in
clause (i) of sub-section (1) that it is necessary in-

(i) a circumstance of national emergency; Or

(ii) a circumstance of extreme urgency; or

(iii) a case of public non-commercial use,

which may arise or is required, as the case may
be, including public health crises. relating to Ac­
quired Immune Deficiency Syndrome, human immu­
nodeficiency virus, tuberculosis. malaria or other
epidemics, he shall not apply any procedure speci­
fied in section 87 in relation to that application
for grant of licence under this section:

Provided that the Controller shall, as soon as
may be practicable, inform the patentee of the pa­
tent relating to the application for such non-app­
of lication section 87.
93. Any order for the grant of a licence under

this Chapter shan operate as if it were a deed granting
a licence executed by the patentee and all other neces­
sary parties embodying the terms and conditions, if
any. settled by the Controller.

94: (I) On an application made by the patentee
or any other person deriving title or interest in the pa­
tent, a compulsory licence granted under section 84
may he terminated by the Controller, if and when the
circumstances that gave rise to the grant thereof no
longer exist and such circumstances are unlikely to
recur:

Provided that the holder of the compulsory licence
shall have the right to object to such termination.

(2) While considering an application under sub­
section (I), the Controller shall take into account
that the interest of the person who had previously
been granted the licence is not unduly prejudiced.".

Order for
licence to
operate as
deed be­
t'.¥een par­
ues con­
cerned.

Termina­
tion of

compulsory
licence.
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40. In section 99 of tbe principal Act, sub-section
(2) shall be omitted. . .

41. In section 100 of tbe principal Act,-

(a) in sub·section (3), for the proviso, the following
proviso shall be substituted, namely:

"Provided that in case of any such' use of any
patent, the patentee shall be paid not more than
adequate remuneration in the circumstances of each
case, taking into account the economic value of
the patent.";

(b) in sub-section (5), for the words "unless it
appears to the Government that it would be con­
trary to the public interest so to do". the words
"except in case of national emergency Or other cir­
cumstances of extreme urgency or for non-com­
mercial use" -shall be substituted;

(c: in sub-section (6), for the words "right to sell
the goods," the words "right to sell, on non-eom­
mercial basis. the goods" shall be substituted.

42. In section 101 of the principal Act,-

(a) in sub-section (I 1,-

(i) the words, "whether before or after the
commencement of this Act," shall be omitted;

(ii) the brackets and words "(including pay­
ments by way of minimum royalty)" shall be
omitted;

Amend­
ment of
section 99.

Amend­
ment of

section 100.

Amend­
ment of
section 10I.

(b) in sub-section (2), the brackets aud words
"(including payments by way of minimum royalty)"
shall be omitted;

(c) in sub-section (3), in clause (b), the words "in­
cluding payments by way of minimum royalty"
shall be omitted.

Insertion of 43. After section 104 of the principal Act, the following
new section sectioa shall be inserted. namely:-
1ll4A.

Burden of
proof in case

.

"l04A. (I) In any suit for infringement of a patent
where the subject matter of patent is a process for
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or

of suits con-
~ ... .

cer\l!Di 1J1­
fringement.

obtaining a product, the court m~y direct the dcfen­
dant to prove that the p~ocess us¢. by him to ob­
tam the product, identical to the product of the
patented process, is different from the patented pro-
cess ifJ - .

(a) the subject matter of patent is a .process for
0lltainLjll anew prOPllct;

(b) there is a substantial likelihood tbat the iden­
tical product is made bY tile I1ro",,88, and the pa­
tentee or a person deriving title or interest in the
patent from him, bas been unable through rcaso­
nable efforts to determine the process eetua l1y used :

Provided that the patentee or a person deriving title
or interest in the patent from him, first proves that the
product is identical to the product directly obtained by
the patented process.

(2) In considering wbether a party has discharged
the burden imposed upon him by sub-section (1),
the court shall not require him to disclose any ma­
nufacturing or commercial secrets. if it appears to
the court that it would be unreasonable to do so.".

"10 7A. for the purposes of this Acl,~

(a) any act of making, constructing, using or sel­
ling a patented invention solely for uses reasonably
relating to the development and submission 01 in­
formation required under any law for the time
being in force. in India, or in a country other than
India, that regulates the manufacture, construction,
use or sale of any product;
(b) importation of patented products by any per­
son from a person who is duly authorised bv the
patentee to sell or distribute the product,

shall not be considered as an infrigement of patent rights.".

45. Section 108 of the principal Act 'hall be num­
bered. as sub section (1) thereof and after sub-section
(I) as so numbered, the following sub-section shall be
inserted, namely:-

"(2) The court may also order that the goods
which are found to be infringing and materials and
implewent, the predominant ~ae of which it> in the

Amendment
of section
108.

Certain acts
not to be
considered as
infringement.

Insertion of 44. After section 107 of the Principal Act, the following
new section section shall be inserted. namely:-
107A.
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(c) has. for at least ten years, been an advocate
of a prqven speciali~ed experience in practising
la w relating to plit611ts and deSignS'. _. . "

crc;atiol} of .infringing goods shall .: be seized, for­
feited'6r· destroyed, ·lls .tl\€ tou'r! ~s It uJlit¢t
the si~mstan~es ~f Hie 'l~seWitb#1 \5\lytill!iitot
any compensation.' .

Section 112 of the principal Act shall he omitted., ,.,

117. (1) The Central Gov"tllm",,! shall dtttotm;tle the
t1ature ."d caterrie. of tbt .ofIiettn and <ither

116. (1) Subject to tbe provisions of this Act, the Appellate
Appellate Board established under section 83 of the Board.
Trade Marks Act, 1999 shall be the APpellate Beard
for the purposes of this Act and the said Appellate
Board shall exercise the jurisdictiort. power and autho-
rity conferred on it by or under this Act:

Provided that the Technical Member of the Appel­
late Board for the purposes of tbis Act shall have the
.qualiflcations specified in sub;'section (2).

(2) A person shall not be qualified for appoint­
ment as a Technical Member for the purposes
of this Act unless he-

(a) has, at least five years, held the post of
Controller under this Act or has exercised the
functions of the Controller under this Act for
at Ieast five years; or

(b) has, for at least ten years, functioned as a
registered patent agent and possesses a degree
in engirieel'Ing ·or technology or a masters degree
in science from arty UnIversity established
under law for the time being in force or equi-
valent; or .

47 of 1999.

Omission of 46.
section 112.

Substitution 47. For Chapter XIX of the principal Act, the fo l-
of new lowing Chapter shall be substituted, namelyi-'-
Chapter for
.Chapter XIX.
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employees required to assist the Appellate Board in the Board.
discharge of its functions under this Act and provide
the Appellate Board with such officers and other em-
ployees as it may think fit.

(2) The salaries and allowances end conditions of
service of the officers and other employees of the
Appellate Board shall be such as may he pres­
cribed.

(3) The officers and other employees of the Appel­
late Board shall discharge their functions under
the genera] superintendence of the Chairman of the
Appellate Board in the manner as may be PTe-scribed.

117A. (I) Save as otherwise expressly provided in sub- Appeals of
section (2), no appeal shall lie from any decision, order Appellate
Or direction made or issued under this Act bv the Board.
Central Government, or from any act or order (~)f the
Controller for the purpose of giving effect to any such
decision, order or direction.

(2) An appeal shall lie to the Appellar« Hoard
from any decision, order or direction of the Control-
ler or Central Government under. section 15. section _~
16, section 17, section 18, section: 9, section 20,
section 25, section 27, section 28, section 51, section
54, section 57, section 60, section 61, section 63,
section 66, sub-section (3) of section 69, section 78,
sub-sections (I) to (5) of section 84, secticn 85,
section 88, section 91, section 92 and section 94.

(3) Every appeal under this section shall be in the
prescribed form and shall be verified in such manner
as may be prescribed and shall be accompanied by
a copy of the decision, order or direction appealed
against and by such fees as may be prescribed .

. (4) Every appeal shall be made within three
months from the date of the decision, order or
direction, as the case may be, of the Controller or
the Central Government or within such further
tittle as the Appellate Board may, in accordance
with .the rules made by it, allow.

117B. The provisions of sub-sections (2) to (6) of section Procedure
84, sectionS7, section 92, section 95 and section 96 of and powers
the -Trade.Marks . Act, 1999 shallupply to the. Appel- of Appel­
late Board in the .discharge of its functions under this late Board.
Act as they apply to it in the discharge of its functions
under (he Trade Marks Act, 1999.
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117C. No court or other authority shan have Of,
be entitled to. exercise any jurisdiction, powers or
authority in relation to the matters referred to in
sub-section (2) of section IIA or section liD.

liD. (1) An application for rectification of the
register made to the Appellate Board under section
71 shall be in such form as may be prescribed.

(2) A certified copy of every order or judgment
of the Appellate Board relating to a patent under
this Act shall be communicated to the Controller
by the Board and the Controller shall give effect
to the order of the Board and shall, when so di­
rected, amend the: entries in, or rectify, the register
in accordance with such order.

117E. (I) The Controller shall have the right to
appear and be heard--

(a) in any legal proceeding; before the Appellate
Board in which the relief sought includes alteration
or rectification of the register or in which any
question relating to the practice of the patent
office is raised;

(b) in any appeal to the Appellate Board from an
order of the Controller on an application for grant
of a patent---

(i which is not opposed, and the application
is either refused by the Controller or is accep­
ted by him subject to any amendments, modi­
fications, conditions or limitations, or
Iii) which has been opposed and the Controller
considers that his appearance is necessary in
the public interest,

and the Controller shall appear in any case
if so directed by the Appellate BOard.

(2) Unless the Appellate Board otherwise directs,
the Controller may, in lieu of appearing, submit a
statement in writing. signed by him, giving such
particulars as he thinks proper of the proceedings
before him relating to the matter in issue or of
the grounds of any decision given by him or of
the practice of the patent office in like cases, or of
other matters relevant to the issues and within his
knowledge 'as the Controller may deem it necessa­
ry, and such statement shall be evidence in the
proceeding.
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117F. In ail proceedings under this ACI oc­
fore the Appellate Board, the costs of the Ccntrol­
ler shall he in the discretion of the Board, but <he
C<?ntroller shall not be ordered to pay the costs
of any of the parties.

117G. All Cases of appeals against any urdu O[
decision of the Controller and all cases per tniuing
to rectification of register, pending before any l tigh
Court, shall be transferred to the Appellate He-ard
from such date as muv be notified bv the C'11I,raJ
Government in the Oftkial Gazette 311<.i the /" "ei­
late Board may proceed with the matter t·ithlj: .de­
novo or from the stage it was so trans/erred.

117H. The Appellate Board may TI18ke r ',' les
consistent with this Act as to the conduct .rnd
procedure in respect of all proceedings hC:OI C it
under this Act.".

Amendment
of section
118.

Amendment
of section
120.

Amendment
of section
122.

48. In section 118 of the principal Act, aft,", the
words and figures "under section 35", the wore;" end
figures "or makes or causes to be made an applicntion
for the grant of a patent in contravention of section
39" shall be inserted.

49. Tn section 120 of the principal Act, for the
words "five hundred rupees", the words "ten thouv.nd
rupees" shall be substituted.

50. Tn section 122 of the principal Act, in sub-sec-
tion (1), for the words "one thousand rupees" the
words "twenty thousand rupees" shall be substituted.

51. In section 123 of the principal Act,-

(a) for the words "five hundred rupees", the words
"ten thousand rupees" shall be substituted;

(b) for the words "two thousand rupees", the words
"forty thousand rupees" shall be substituted.

52. For section 125 of the principal Act, the fo Ilowing
section shall be substituted, narnely:-

Amend­
ment of
section 123.

Substitu­
tion of
new section
for section
125.



35 Ex 324/2002

"125. (1) The Controller shall maintain a register Register of
to be called the register of patent agents in which patent
shall be entered the names, addresses and other agents.
relevant particulars, as may be prescribed, of all
persons qualified to have their names so entered
under section 126.

(2) Notwithstanding anything contained in sub­
section (1), it shall be lawful for the Controller to
keep the register of patent agents in computer
floppies, diskettes or any other electronic form
subject to such safeguards a~ may be prescribed.".

53. In section 126 of the principal Act,-

(a) in sub-section (I 1,­

(i) in clause (c),-

(A) for the words "degree from any University",
the words "degree in science, engineering or
technology from any University established
under law for the time being in force" shall be
substituted;

(B) in sub-clause (ii), the word "or" shall be
inserted at the end;

(ii) after sub-clause .ii), the following sub-clause
shall be inserted, namely: -

"(iii) has, for a total period of not less than
ten years, functioned either as an examiner or
discharged the functions of the Controller
under section 73 or both, but ceased to 'hold
any such capacity at the time of making the
application for registratic.n ;";

(b) for sub-section (2), the following sub-section
'shall be substituted, namely:-

"(2) Notwithstanding anything contained in
sub-section (1), a person who bas been registered
as a patent agent before the commencement of
the Patents (Amendment) Act, 2002 shall be
entitled to continue to be, or when required.
to be re-registered, as a patent agent, on pay­
.ment of the fees as may be prescribed",

Amend­
ment of
section
126
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Amend­
ment of
section
128.

54. In section 128 of the principal Act,-

(a) in sub-section (n, the words "Subject 10 the
provisions contained in sub-section (2) and to any
rules made under this Act," shall be omitted;

(b) sub-section (2) shall be omitted.

55. In section 130 of the principa I Act,-· Amend-
ment of

(a) for the words "Central Government" \', l- {ever section 130.
they occur. the word "Controller" shall be -ubsrt-
tuted ;

(b " b . '" -;' " "',, ,., 1' In su -secuo.i 'lj, 'pf If:e word It ::1,. r o.» tne
places where it occurs, the word "he" sl-;,-j IJ be
substituted.

Amendment
of section
133.

Amendment
of section
138.

56. In section 132 of the principal Act,--

(a) in clause (a, the words "or any person,
not being a patent agent, who is duly r.utho­
rised by the applicant" shall be omitted;

(b) in clause (b), for the words "ptocccdings
under this Act, otherwise than by way 0;' draf­
tir.g any specification," the words "hcaring be­
fore the Control ler on behalf of a parfy who
is taking part in any proceeding under nei:: Act"
shall be substituted.

57. In section 133 of the principal Act, the following
Explanation shall be inserted at the end, namcIy :

'Explanation.-For the purposes of this Chapter
"country" includes a group or union of countries
Or Inter-governmental organisation.'.

58. In section 138 of the principal Act, -

(a) in sub section (I), after the words "shall
furnish," the words "when required by the
Controller," shall be inserted;

(b) in sub-section (2), for the words annexed
to .tbe specification or document," the words

"fumished when required by the Controller"
shall-be substituted;

Amend­
ment of
section 132.
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Amendment
of section.
140.

Amendment
of section
141.

Amendment
of section
142.

(ejafter sub-section (3), the following sub-sec­
tiolls shall he inserted, namelyc->

"(4) An international application filed under the
Patent Cooperation Treaty designating India sball
have effect of filing an application for patent under

'section 7, section 54 and section 135, as the case
may he. and tbe title. description. claim and ab­
stract and drawings, if any, filed in the interna­
tional application sball be taken as complete spe­
cification for tbe purposes of this Act.

(5) Tbe filing date of an application for patent
and its complete specification processed hy the patent
office as designated office shall he the international
filing date accorded under tl1e Patent Cooperation
Treaty.

(6) Amendment. if any. proposed by the the appli­
cant for an international application designating
India or designating and electing India before in­
ternational searching authority or preliminary exa­
mination authority shall, if the applicantso desires,
be taken as an amendment made before the patent
office.".

59. In section 140 of the principal Act,-

(a) in sub-section 0), in clause (iii). after sub­
clause (c). the following sub-clause shall be inser­
ted, namely i ..-

"(d) to provide exclusive ~rant back, preven­
tion to challenges to validity of patent and
coercive package licencing,";

(b) sub-section (5) sball be omitted.

60. In section 141 of the principal Act. in sub-section
0), the words, "whether made before or after tbe com­
mencement of this Act;' shall be omitted.

61. In seetion 142 of the principal Act,-

(a) for sub-section (3), the following sub-section
shall be substituted, namely: - .

"(3) Where a fee is payable in reepect of the
filing of a document at the patent office, the
fee sbaUbepaid along with the document or

, -; ~'
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within the prescribed time and the document
shall he deemed not to have been filed 3\ the
officeIf tbe fee has not been paid within such
time .":

(b) in sub-section (4), the words "or within the
extended period not later than nine months from
the date of recording" shall be inserted at the end.

62. 10 section 143 of the principal Act, for the words
"or be open to public inspection at any time before the
date of advertisement of acceptance of the application."
the words "before eighteen months from the date of
application or the priority date of the application or
before the same is open to public inspection" sh.rl I be
substituted.

63. For section 15?A or the principal Act, the fo llo,.. lug
section shall be substituted, namcly. r-

'157A. Notwithstanding anything contained I;~ this
Act, the Central Government shall

Amend­
ment of
section 143.

Substitu­
tion of new
section for
section
157A.

Protection
of security
of lndia.

<a) after clause (i), the
inserted, namely i-r-

tal not disclose any information relating to any P~I­
tentable invention or any application relating tu tbe
grant of patent under this Act, which it considers
prejudicial to the interest of the securtty or India;
(b) take any action including the revocation or any
patent which it considers necessary in the intcrest
of the security of India by issue· of a notincation
in the Official Gazette to that effect.
Explanation.:- For the purposes of this section. the

expression "security of India" includes any action neces­
sary for the security of India which-r-

(i) relates to fissionable materials or the materia Is
from which they are derived; or
{ii) relates to the traffic in arms, ammunition and
implements of war and to such traffic in other
Roods and materials as is carried on directly or
[ndirecrly for the purpose of supplying a military
establishment; or
(iii) is taken in time of war or other emergency in
international relations.".

64. In section 159 of the pricipal Act, in sub-section (2),- Amend­
ment of

following clauses sual l be sectionfl Sv ,
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"{ia] the details to be furnished by the applicant
under sub-section (2) of section 8;

(ib) the manner of making the request for examina­
tion of an application for patent under sub-sections
(1),(2) and (3) of section I1B;";

(b) in clause (iii), after the word "manner", the words
"and time" shall be inserted;

(e) in clause (ix), after the word "patents", the words
"and the safeguards to be observed in the mainte­
nance of such register in computer floppies, diskettes
or any other electronic form" shall be inserted;

(d) after clause (xii), the following clauses shall
be inserted, namely:-

"(xiia \ the saIries and allowances and other condi
tions of service of the officers and other employees
of the Appellate Board under sub-section (2), and
the manner in wich the officers and other employees
of the Appellate Board shall discharge their func­
tions under sub-section (3), of section 1t7;

(xiib) the form of making an appeal, the manner
of verification and the fees payable under sub­
section (3) of section 117A;

(xiic) the form in which. and the particulars to be
included in, the application to the Appellate Board
under sub-section (I) of section 117D;";

(c) in clause [xiv], after the word "maintained;' the
words, brackets and figures "under sub-section (I) of
section 125 and the safeguards to be observed in
the maintenance of such register of patent agents
on computer floppies, diskettes Or any other elec­
tronic form under sub-section (2) of that section"
shall be inserted.

Omission of 65. Section 161 of the principal Act shall he omitted.
;- section 161.

Amendment 66.
of section 162.

In section 162 of the principal
(2) and (3) shall be omitted.

Act, sub-sections
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