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NOTIFICATI ON

No.H. 12017/55/99- LJD[Pt the. 8th October, 2002. The follomng Act of Parlia-
“ment is hereby Pub!lshed tfor genera! mformatlon

R Lalthazuala,
Deputv secretary to the Govt. of Mizeram,

THE PATENTS (AMENDMENT} ACT 2002
o ACT -
further to amend the Patents Act, 1970

BE it cnactcd by Parliamént in the. Flft}".ﬂ'llrd Ysar of
the Republic of India as follows:—~

ek D) Th;s Act .. (%aylge qallcd t.he Batc:nt.s Short title and

(Amendmeut) commence-
;‘;’?-;‘i_ [ S ;., SRR T -..k."-;: ment.

(2) Tt sha]l come inte foree on such “dafe 35 the
Central Government may, by notification m the Oﬂiml
Gazette, appoint; different and dates
for dﬁerczlllt provisions of this Act an an¥ re mA
in any. suich provigion o the commes nt of this Act
shal} ﬁ qo.,%

nStLuged Ao p, ,gqfetgn e~ . inte
ferce of that PIOwiglons: ., ..o ;v K ,,,
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Substitution 2. In the Patents ,321‘*':_;__"“-_‘-:1970 (hereinafter referred 3% of 1870,

of certain  to as the principal Act),falf the words “High Court”
words for  wherever they occur in seetions 21, 43 and 71 und the
the words  word “Court” occurring in ‘sections 21 and 71, the words

“High 5 dppellate Bagrd” and “Bourd” shall sespectively bg. -
Court” aﬁai'swbsﬁtu&ed Ve BT ey 9;"3“ . ‘
“Court”. '
WFTL QLT E e e T b
Amendment .~ In dection -2 of*'the prmd@pnﬂ[&tt,‘*m'snb---sec-

of section _tion (1),—

< o L S LR vP gl ey
o (a) for cliuse (aj, ‘the followifg clauses shall be '

substitutedy .namely: - -

T s Ha) Appellate. Board” means - the Appellate oo v
Board referred to in section 116;

{ab) “assignee” includes. an assignee of the assig-
nee and the légnl representative of a deccased
assignee and references to the assignee of any person

- include references o the assignee of the legal repre-
* sentative or assighee -of that person; -

. (ac) “capable of industrial application”, in re-
. lation to an invention, means that the invention is
““capable of being made or used in an industry;’; Y

(b)  for clause (d), the following clause shull be
substituted, namely:—

‘(d) “convention country” means oF a COuniry
which is member of a group of counttics or a
union of countries ot an Inter-governmental orguin-
sation notified as sueh' under sub-section (I: of
seetion 1337

te}. for clausg (g), the following clause shail be

‘stibstituted, ‘namely: - -

TR T T T gy “food” means any’ Arficle of aourishment
TSN for human consumption and also ineludes any sub-
stance mtended for the use of infants, iavalids or

_ Convalescents as an arficle of food or drink:’: )

) mislades G o e
G Wi sub-eliiied (1)) Tod the’ words “Unlon ter-
" ritery of Dellti™; the ‘words “Natieasl Oxpital Ters

ritory of Delhi” shall be spbsfinited;: =~ = %
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o {i1) for, sub-clause (1), th¢ Joliowmﬂ sub-leuv

shdll e subsututtd iamely =

(11) in relation to the State of Ri‘unéchdl Pra-

_desh and the State of Mizoram, the Gauhaw

77 "High Court (the High' ‘Court OF Asshm, Naga-

, land, Meghalaya, Mampur? Trlpu {, Mizoran
and Arunachal Pradeqh)"’

(i) i sub-clause (V) for’ t‘he ‘words “Unioa
. territory of Goa, Daman and” . the Words “State
of Gou, the Union terrllol) of Ja e \nc’ Dlu Jhat
be substituted; B

“{e) a'f”t'er':cial-i'sc"""(i'}, ‘the’ fblloW_iné"tﬁlusit“ shall be
inserted, namely:— Lo e e

‘(1a) “mtcrnatlonai apphcanon means an’ appli-

catxon for pltmt made a,c\.,ord&ncc wnh the Pa

tent, Goc)peratlon ’I‘rcary, 3 i

_ (f) for clause (j); t’he fotiowmg clduSes “shall be

snbsututed, namely B N

) ‘(J) “mvennon medns a new bmduct 5 pro-

Y ' cesd involving an’ inventive step - and. capablc of
industrial application;

] _ (ja) “inventive step' *'means a feattire that ‘makes
the mvcntmu not obvious t0 a person sk}lkcd in
the art)’;

® "‘Igj ‘for ¢hauss. (m), nghe l‘arllqmng clahsc 'shall be
s‘ub:smuted namely? =

‘fm) “pﬂteﬁt“ ‘medhs 4" partent “granted  under
R ‘ mrs Ac{a ), "--'r‘,;"' .

i ) ';"" -+ ol

(h) after cleuse (o;, the iollowing c]mﬂn shall be
.. msr,rtcd namely -

s . ‘( Lr i»\npm
';}} ient : ] &ty done #t?
> “fhe 19th day of June, 3 88 ame
Sed from the to thee!s ~ 8

4y ﬁ)? cl.;ﬁaa {‘% ?h& ﬂﬂ i o
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(AY in relation to proceedings before High
Court, prescribed by rules made by the High
. Court;

{B) in rélation to proceedings before the Appel-
late Beard, prescribed by rules made by the
Appsllate Board; and o

(C) _in other cases, prescribed by rules made
under this Act; '

4. In section 3 of the principal Act,—

¢

e

(a) for clause (b), the following clause shall be
substituted, namely :—

.. "(b} an.invention . the primary or intended usc or
eommercial exploitation of which would be con-
trary to public order or morality er which causes
serious prejudice to human, animal or plant life ar

 health or to the environment;”; _

th) in clause (c), after the words “an absiract
... theory”, the words “or discovery of any living thin
.0r_non-living substance  occurring in nature” shah

be inserted;

.. (& clause (g) shall be omitted; \

LR,

.- (), after the word ’phrophylactic”, the words
“diagnosfic, therapeutic” ~_shall"be inserted:

i), the  words ‘or plants” shall be omitted:

(e} after clause (i), the following ¢lalses shall be
wscﬂadsjﬂ“amely*ﬁ P S SR
“(3) plants and animals in whole or any part
. rncihereof .other than micro-organisms but inelu-
dipg seeds, yarieties “and_specics and essentially
.-biotogical . processes for .~ production or_propa-

- gation of plants and, animaly.

RN { mathematical .or . busiy ess. method, or a com-

puter progremme per.se Qr algorithms: ¢

() o literary, dramatic, musical_or.artistic work or
any other easthetic creation whatsoever including
cinematographic works and television productions;

Amend:
ment of
section 3.




(m) a mere scheme or rule or mcthod of perfor-
ming mental act or method of playing game;

(n) a presentation of information;
'__(o)' topographv' of integrated  circuits;

. ) an invention which, ir,_effect, is traditional
: -knowledge or which is an aggregation or duplica-

.., tion. of known properties of tradmonnllv own
: componcnt or. components.” :

5.. In section 5 of the principal ACi, after sub-section
(2., the following Explanation shell, 'be " inserted,
namely :—
‘Explanauon ~Feor: ‘rhe purposes ‘of -this  secrion,
“chemical processes” includes biochemical, bio-
s+ tecttonodogical and mtembmrlugscal pfoeesses ”,

-ni-séetion’ 7 of ithe prineipal Act; : after dub~section
(1 IR the fmiowmg sub-eeotion whalk.He: iriserted,
namely: - L .
' “(IA)  Every international application under the
v PayetsCooprition Tedaty’ for 4 ‘patent, ws may be
5 Rl ‘desighatiitg ifdva;= 'shall be deemed %o be an
application under this Act, if a corresponding ap-
lication has also bcen ﬁlcd before thc Controller
:r‘m ]mn ' VALE LT Ry il At

1 LEPPL Nt T ‘.;.E:-
?; P,

_ Frce qaétum' 8 nf the pﬁnelpall iAct 4-:-~i PR
e (a? mrub—smieﬂc(:n, < ;.}..f
£ ’ Lo = i i HE— z‘ i LABYG N

§mm the opmng wrtm AT tﬁlf?Words “he
Wi kil filesalovig - wish: Jlwis ‘applicatien” “the word
Si T o gubseduently within: sich - ‘pesiod: as  the
Controller may, for good and sufficient reasons,
~allow” shall bc mserted

& £, i S

~ e 'f"'."":;?(“) f‘“ clm ‘3% lﬂ fommg-cm shall be
substituted, namely:-: "~

- -{8) a statement, seumg ou detmled parti-
lats, of §nch application,. .

""(mi m s:,lause (85, l'br tfic w.""‘h‘- “dét’alla of the
rred Q. the’ Wb;?‘h = “detailed

'}ﬁj-{:"as ,mq;nr und'cra shall e substi-

I8 " s

Ex—324/2002

Amend-
ment of

section 3.

Awmend-
ment of
seetion 7.

Amecndment
of secrion
8.




Ex--324.2002

Amend- g

ment of
section 10,

7 tion incloding the hame, addréss” of

. b} for. syb-section (2), the following sub-section

shall be substituted, namely:-" -

... 12) At any time after an application for patent
is filed in  Indfa~and 1ill “the grarft of -paten: or
refusal to grant of patent is made thereon: the
Controller may also require the apphicant to [urnish
details, as may be prescribed, relatiag to thz Pro—

' tessing of the application in & country outside
.. India, and in that event the applicant sha!l [usnish

information’ available to* him (6" the Centroller
within thirty days from the “date of réceipt of the
comumunication requiring such furnishing of infor-

"' miation or within' such further period as the Con-
- troller may, for'good and sufficient feasons, atlow.”

In section 10 of the- principal Act,— .. .,

" (a) in- sub-section (4), after .clause (¢), the following

clause shall be inserted, namely:—

- ...z "(d) be: accempanied - by and abstract to. pro-
. vide techmical informatien on the iavention: . :

Provided that—

- @) the '- Cﬁatmllm’may ammd the,abstract fer
providing. better - information to third partics;

ti) if the applicant mentions a biological mate-

rial in the specification which may not be
described insuch a way . as 10 satisfy .clauses

ta) and (b}, and if such material is not available

to the public, the application shall be com-
pleted by depositing the material to an autho-

-, rised; depogitory. institution as.may be notified
« by the Central Government in .the Official Ga-
. zstte and by fulfilling the-follewing conditions,

v ﬂmelyi.;:‘?'. Sl

(A) the deposit of the material shall be
0 Pade noilawr than thﬁ date: of :st_h_e_patc--m ap-
plication in India: . .. .. .. ... ..

©(B) el the “available; characteristics of the
material tequired for it 16" be correctly idenri-
fied or indicated are included in the specifica-
i “the depo-
fanmber of
ifftitation;

- &itory ifistitation and _the date a
‘the deposit -of i’ taterial & the
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() access to the material s ayailable in
the dcpmltory inbtitdtion only ~ ‘After thé date

- 0 “of the “ipplicationi for ‘patént in Ingia oF if a

“priotity is claimad after the date* of t‘na prrorlty

(D) dis:lose the source and geogrlphlul

o Grigity ‘of ;the bivlogical:” mat\.rlal m thc bpbk.lh
*cation, when ‘used’ i an invéntion.” I

.. b) ‘after sub-séétion (43, fhe” followmg sub-saction

' shall be unserted nameiy o

‘(4A) Ta case of ‘an’ mternatmnai applicwtlon
dcs:gnatmg adia,~—

i) the title, deseriptiony drawings abstract and

" claims filéd ‘with'tie spplication shall’ be- ‘taken
s the complete ‘specifichtion _.,for the Puff’ms
78 e compltte, ion ot ihb. Put)

(ii) the filing date Gf the apphcatmn and i3
complete: specification;’ processed by the patent
office as designated- office or eléctéd offics; shall
 be the international filing date ccorded ander
- 3‘-*th:;e Patent Comatmn Tzeafy 4 -"'-j

)'* S f R

{c) fm sub-sect!cu (5); the' f‘ol’sowiug -gub-suction

shall be subststuwil namcly

5y Thq ‘claim of claime’ e o -eampk(e specifi-

v ication shall relate 160y singlesinvertion; or to a

group of inventions-finkiéd 30 a5 “té-forta & single

. mventive concept, shall be clear and succiact and

EHIRE

L st 57
.1v.;a

&

shall be fuicly ba&ed on tbe matter diwlewd m the
speezﬂcatwh o

A

3 Cimpm W of the W Abt 23 * Amsndment

of Chapter
(zﬂgT for the Chapter hu&iﬁg mmmw v,
APPLICATIONS”, the followmg Chaptcr

7 lieading shall be' mhsmced ‘wely

:.e's..‘*PUBLTCA"FIt)N* nsm Exxmmmn OF
-~ APPEICATIONS™; *

£b) . ‘before.section, 13, ;hz
be. inpseried, | namelyi— Gt © et

“11A. (1) Apphcauons fw@amurmt be Publication
-opened to the pablic for a period of eighteen of applica-
S amoith® Diom the dme: d'ﬂmg ocsduicadf §jority, tloay.
iﬂ'h‘l‘ﬁhw w&ﬂwn*“ N ¥
L .?-h.ﬂ.-.-;- AR e LD HnTd
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.. €2) Except when a sec:ecv dmctmn is given under

section 35, every application for a patent shall, on the

expiry of the period as specified in sub*.‘,ectlon {1

be published. N

(3) The publication of every application for a
patent shall be notified in the Official Gazette.

- (4) .In case a secrecy direction has bcen given
in rcspcct of an applncatlon under section 35,
then, it shall be published afier the expiry of the
permd of eighteen . months .or when the sccrecy
direction has ceased to operate, whichever is. Iater.

... (3} ;The . publication . of every application under

... .this: seqtron shall mcludethc particulars.of the date
...af ;application, aumber of appllcauan, namz and
address of the applicant identifying the application
and an abstract.

'651 Uppn pubhqatmn ot’ an, '.apphcaqan for =
patqm under this sgctlon i e

(a) “the dep:mtorx msmulwn shali make the
hlologlcal material mentioned in the specifica-
;4107 gvailable to:the. ]mhllc;. _

(b) the patent ‘office may, on payrent ‘of such
Wi ags  §08_as.may be preseribed, rnakg the. specificatioa
« .+ o ond.deawings;. i any, -of - such . apphmuon
2igan awiable Ap the. pyhhc,,

AR, T) No. app!lcathn for 4 patent sh,aﬁ he Regmest for
requxred to be examined unless the applicant or examimatien.
any other interested person makes a request im
the prescribed manner for such examination withisa
forty-eight months from the date nf ﬁlmg of the
xppimtwn {or pawn;.‘ Lo
(‘2) In case ﬂf an applmatmn ﬁied bcfon: thc coOm-
mencement of the Patents (Amendment) Act, 2002,
a.request in the prescribed manver for examination
shall be made by the appligant or any:ather inte-
restad gerson within _a period of twplve months
“froni the date of - such cofmernceneat or- within
fcrty-etght months from the date of ﬁxe appl:mtfoﬂ,
uhwhwcz mlatw._ R T T S I &

(3) In case of an spplxcmmn in mpect of a. dalm
for a patent covered under. sub-section. {2} of soc-
tion S, 2 request in the prescribed manner for
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cxamination shall be made by the applicant or any
other interested person within a period of twelve
months from the 31st day of December, 2004 or
within forty-eight months from the date of the
application, whichever is later.

(4) In case the applicant or any other interested
person does not make a request for eXamination
of the applicatior. for a patent within the period
as specitied under sub-section (1) or sub-section 1§24
er sub section (3), the application shall be treated
as withdrawn by the applicant: .

Provided that--

(i) the applicant may, at any time after the
filling of the application but before the grant
of the patent, withdraw the application made
by him; and

(ii) in a casc where a secrecy direction has
been issued under section 35, the request for
examination may be made within forty—eight
months from the date of revocation of the sec
recy direction.”.

Amendment 10. In section 12 of the principal Act,—
of section 12. _

(a) in sub-section (1),—

(i) for the words “When the complete specifi-
catton has been filed in respect of an applica-
tion for a patent, the application and specifica-
tion relating thereto,” the words, brackets,
figures and letter “When a request for exami-
nation had been made in respect of an applica-
tion for a patent in the prescribed manner un-
der sub-section (1) or sub-section (2) or. sub-
section (3) of section 11B, the application and
specification and other  documents . relating
thereto” shall be substituted;

(if) in clause (a), for the words ."'sp'_ociﬁéation
relating thereto”, the words “specification . and
‘other documeusts relating thereto” shall be sub-

stituted;

(b} in sub-section (2), for the words “speciﬁéation
relating thereto”, the words “specification .and other
documents relating thereto” shall be substifuted.

‘7—
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Amendment - 11. In section 13 of the principal Act, in sub-sec-
of section tion.{2), the words “as the Controller may direct” shall
i3 be omitted. SR S

Substitution i2. For section 15 of the principal Act, the. fol-
of new lowing section shall be substituted, namely:—

section for o

section 15.

Power of © =|45. Where the Controller i satisfied that the ap-
Controller -~ plication or any specification -or any other “docu-
to refuse or ment filed in pursuance thereof does not cormnly
require amen-  with the requirements of this Act or of uny rules
ded applica- made thercunder, the Controller may ‘requirc the
tions, et¢., n application, specification or other documint. as
certain cases. - the case may be, 1o be amended to his satisficiion

~ “before he proceeds with the application or reluse
~the application on failure to do so.”.

Amendment - - 13, In section 17 of the principal Act, for <ub-soc-
of section tion (2), the following sub-section shall be substinited,
17. namely:— ' '

“(2) Where and application or specificirion
(including drawings) or any other . doCument i re-
quired to be amended under section 15, the qopli-
cation or specification or other document shuli, if
the Controller so directs, be deemed to hav: seen
made on the date on which the requirement is com-
plied with or where the application or.-speciliziyon
or other document is returned to the applicaae on
the date on which it is refiled after complying with
requirement.”: S

Amendment 14. “In section 21 of th~ principal Act.- -
of section 21. ' ) T
" (a) in sub-section (1), for. the porifon beginning
“with the words “fifteen months” and ending with
the words “of this. section”, the words “tvelve
months from the date on which the first stutement
of objections to the application or complete speci-
fication” or other documents relating thereio iv for-
- warded to. the applicant by the’ Controller,” shall
*be substituted; o o

_(b) sub-section (2} shall .be ‘o_m_it_.ted_; .

(© in’subsssction (h—
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(i) for the words, brackets and figure “fifteen
monihs specified in sub-section (1) or the ex-
" tended  period”, ths words “twelve  months”
“shat! be subahtuted

o . oAy for the words “fifteen momhs or the
: . extended period, as the case mav. be”’, the
cwords “twelve -months” shall be substituted;

{d) .in sub section {4), for the words *fifteen months,
" or as the case may be, the cxténded period,
until the expiration of,” the words “twelve

- inonths to" shull be stlbstituted.

15 In sectlon 22_thh* prmclpal Ac t in- thv pfO\lSO, Amcndment
for the words "gighteen months ., thz’ word “twﬂve of section
jmonths shall he substituted. - o 22

16. ln section 23 of the. prmcnpdl Act, for the words Anicndment
“filed in pursuance thereof” | the words “as accepted of section
by the Controller along with other documents filed by 23.

the appllcant in_pursuance thereof shdII be subsntut‘d.

]"_;’., In section 24C of the. prmcmal '_Act, : Amendment
S - of section

_ ©{a) in clause {c), ), for the word and hguree “section 24 C.

v ~ 85", the word and ﬁgmes ‘\ectlon 84 shall  be
“sabstituted; . '

by for clause (d}, the following clause shall be
substituted, namely e :

. d) clause (e) of sub-section (?) of .section
L., 84 bhd” be 01mttcd .

18. 1o scct;on 25 of the pr1nc1pal Act '_ _ Amendment
: " of secnon 23.

(a) in sub-sect:on (l), after ci;Lusp \1), the It"o'.lziching L
clauses shall be inserted, namely:—

: “(j) that the complets spec rification does not
~disclose or wrongly menations -the “source or
- geographical ongn of biological materlal used
for the inyention ; o

(k) ‘that the inveation so far as clalmed in any
“claim of the complete specification is antici-
pated having regard to the knowledge, oral or
“ptherwise, available-within any local or indi-
genous communuy in- India:or alsewhere, ;

(o) “in sub-section (2), for the words “shalt give”
the words “may, if so desired, give™shalil be substituted;
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Insertion of
new section
39.
Prohibition
to apply,
under cer-
tain clicum-
stances, for
patents reie-
vant for de-
fence, pur-
poses, etc.

12

{c} in sub-section (3), after the woids “shall
be taken of any”, the words “personal docu-
ment or secret trial or” shail be mseried.

19. In section 35 of the principal Act, in sub-section
(I}, the words “to amy person or class of persons

specified in the directions™ shall be omitted.

20. 1In section 36 of the principal Act, for sub-section

(1), the following sub-section shall be substituted,

namely :—

“¢1) The question whether an invention n
respect of which directions have been given under
section 35 continues te be relevant for defence
purposes shall be reconsidered by the Central
Government at intervals of twelve months or on
a request made by the applicant which is found to
be reasonable by the Controller and if, on such
reconsideration it appears to the Central Govera-
ment that the publication of the invention would
no longer be prejudicial to the defence of India or
in case of an application filed by a foreign appli-
cant it is found that the invention is published
outside India it shall forthwith given notice to the
Controller to revoke the direction and the Conirol-
ler shall thereupon revoke the directions previously
given by him.”.

Amendment
ol section 35.

Amendment
of section-
36.

21. After section 38 of the principal Act, the following

section shall be inserted, namely: —

“39. (1) No person shall, except under the authority of
a written permit granted by or on behalf of the Con-
troller, make or cause to be made any application
outside India for the grant of a patéent for an inven-
tion relevant for defence purposes or related to ato-
mic energy unless—

{a) an application for a patent for the same in-
vention has been made in India, not less than six
weeks before the application ocutside India; arnd

tb) either no direction has been given under sub-
section (1) of section 35 in relation to the applica-
tion in India, or all such directions have bcen
revoked.

(2) The Controlier shall not grant written permis-
sion to any person to make any application outside
Jndia without the .prior consent of the Central
- Government. .
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{(3) This section shall not apply in relation to an
invention for which an application for protection
has first been filed in a couniry outside India by a
person resident outside India.”.

Amendment 22. In section 40 of the principal Act, after the words
of section and figures “under section 35", the words and figures
. “or makes or causes to be made an application for
grant of a patent outside India in contravention of

section 39”7 shall be inserted.

Amendment 23. In section 43 of the principdal Act, in sub-section
: of section (1),— _ o
g 43, (a) in clause (¢), the word “or” shall be inserted
: at the end;

(b) after clause (c), the following clause shall be
inserted, namely:—

“(d) the application has not been found to be
in contravention of any of the provisions of
the ACt’”-

Amendment 24. In section 45 of the principal Act, for syb-section
i of section (1), the following sub-section shall be substituted,
45, namely:—

“(1) Subject to the other provisions contained in
thia Act, every patent shall be dated as of the
date on which the application for pateat was filed.”.
Substitution
of new sec- 25. For section 48 of the principal Act, the following
tion for sec- section shall be substituted, namely:—

tion 48.

“48. Subject to the other provisions contained l%l
Rights of this Act and the conditions specified in section 47,
patentees. a patent granted under this Adt shall confer upon

the patentee—

(a) Where the subject matter of the patent is a
product, the ¢xclusive right to prevent third parties,
who do not have his cons¢r}, from the agt of
making, using, offering for sale, se uig f)r impor-
ting for those purposes that product ih India;

(b) Where the subject matter of the patentisa pro-
cess, the excludive right to prevent third patties who
do not have his cohisetit, from the aet of using that
groc_ess, and from the act of using, offering for sale,
ellly ot importing for those egur?&

obtained directly by that process

odes the product
fi India:
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Provided that the product obtained is not a
product in respect of which no patent shall be
granted under this Act.”.

Amendment 26. In section 50 of the principal Act, in sub-section (2},

of section for the words “make, use, exercise and sell the patented

50. invention,” the words and figures “the rights conferred
by section 48~ shall be substituted.

27. In section 53 of the principal Act,~ Amend-
ment of
(a) for sub-section (1), the follewing sub-section section 53.
shall be substituted, namely:—

“(1) Subject to the provisions of this Act, the
term of every patent granted, after the com-
mencement of the Patents (Amendment) Act,
2002, and the term of every patent which has
not expired and has not ceased to have effect,
on the date of such commencement, under this
Act, shall be twenty years from the datc of
filing of the application for the patent.”:

(b) after sub-section (3), the following sub-ssction
shall be inserted, namely: —

“(4) Notwithstanding anything contaiced in
any other law for the time being in force, on
-cessation of the pateant right due to non-pay-
ment of remewal fee or on the expiry oif the
term of patent, the subject matter covered by
the said patent shall not be entiled to any
protection.”.

28. In section 57 of the principal Act,— Amendment
o of section
(a) in sub-section (1), after the word “specification” 37. ~
at both the places where it occurs, the words “or
any document relating thereto” shall be inserted;

(b) in sub-section \2), for the words “or a speci-
fication,” the words ‘“‘or a complete speeification or
any document relating thereto” shall be substituted;

~ (¢) for sub-section (3), the following sub-section

_shall be substituted, namely:—
3 Any application: i‘o'r_'leave_ to amend an
~ application for a patent or a complete specifi-
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cation or * a document relating thereto under
this section made after the acceptance of the
complete specification and the nature of the
proposed amendment may be advertised in the
Official Gazette if the amendment, in the opi-
nion of the Controller, is substantiva.”:

{d) in sub-section (6),—

(1) after the words “amend his specification,”
the words “or any document relating thereto”
shall be inserted;

(ii) after the words “acceptance of the com-
plete specification,” the words “along with
-other documents filed by the applicant” shall be
inserted.

29. In section 59 of the principal Act,— Amendment
: ' of section
(i) for sub-section (1), the following sub-sec- 39.

tion shall be substituted, namely:—

\ . - “(1) No amendment' of an application for a
¥ patent or a complete specification or any do-
cument relating thereto shall be made except
by way of disclaimer, correction or explanation,
and no amendment thereof shall be allowed,
except for the purpose of incorporation of ac-
tual fact, and no amendment of a complete
- specification shall be allowed, the -effect of
. which would be that the specification as amen-
. ded would claim or describe matter not in
substance disclosed or shown in the specifica-
tion before the amendment, or that any claim
of the specification as amended would not fall
wholly within the scope of a‘claim of the spe-
cification before the amendment.”; - .-

(i) in sub-section (2),—

- f{a) for the words “complete specification, ® any
» . .amendmznt of the specification,” the words. “com-
?lete specification along with other documents re-
ating thereto, any amendment of the specification
.~ or any other document relating thereto” shall be . ... \
.. substituted; - o L VO nsiiaz i

(b) in clause (a), for the v?dr'(i' ".‘sp'e'c':i'ﬁéétion,“ the
. ~words “specification -along with other documents

by

. .felating thereto” shall. be substituted;:, ... .-
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(c) in clause (b), for the word “specification,” the
words “specification or any other document rclating
thersto” shall be substituted.

Amendment 30. In section 60 of the principal Act,—~

of section 60.
(a) in sub-section (1), for the words “one year’,
the words “eighteen months” shall be substituted;

(b) sub-section (2) shall be omitted.

Amendment 31. In section 64 of the principal Act,—
of section 64.
(a) in sub-section (I},—

(i) the proviso to clause (b) shall be omitted;
(i) the proviso to clause (e) shall be omitted;
(iii) the proviso to clause (f) shall be omitted;

(iv) in clause (n), after the words and figures
“under section 35", the words and figures *“or
made or caused to be made an application for
the grant of a patent outside India in contra-
vention of section 39" shall be imserted;

(v) after clause (0), the following clauses shall
be inserted, namely :—

‘“(p) that the complete specification does not
disclose or wrongly mentions the source or
geographical origin of biological material used:
for the invention;

(q) that the invention so far as claimed in any
claim of the complete specification was antici-
pated having regard to the knowledge, oral or
otherwise, available within any local or
indigenous community in India or elsewhere.” ;

(b) in sub-section (2); in clause (a), for the words
“secret use”, the words “personal document or
secret trial or secret use” shall be substituted.

Amendment 32.  In section 67 of the principal Act, for sub—section
of section 67. (4), the following sub-sections shall be sub-
stituted, namely :—

“(4) Notwithstanding anything ocontained in  sub-
section (1), it shafl be lawful for the Controller to-
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keep the register of patents or any part thereof in
-computer floppies, diskettes or any other electronic
form subject to such safeguards as may be prescribed.

(5), Notwithstanding anything contained in the Indian
Evidence Act, 1872 & copy of, or extracts from, the
register of patents, certified to be a true copy under
the hand of the Controller or any officer duly
authorised by the Controller in this behalf shall,
n all lega! proceedings, be admissible in evidence.

(6), In the event the register is kept wholly or
partly in computer fleppies, diskettes or any other
electronic form,— '

(a), references in this Act to an entry in the register
shall be deemed to include reference to a
record of particulars kept in computer floppies,
diskettes or any other eléctronic form and comprising
the register or part of the register;

(b), references in this Act to particulars being
registered or entered in the register shall be deemed
to include references to the keeping of record
of those particulars comprising the register or part
of the register in computer floppies, diskettes or
gy other electronic form; and

{c) references in this Act to the rectification cf the
register are to be read as including references to
the rectification of the record of particulars kept
in computer floppies, diskettes or any other
electronic form and comprising the register or part
of the register.”.

33. In section 68 of the principal Act, for the

words “the Controller within six months from the com-
mencement of this Act or the execution of the docu-
ment, whichever is later or within such further period”,
the words “the Controller within six months from the
execution of the document or within such further pe-
riod” shall be substituted.

34, In section 72 of the principal Act, after sub-

section (2), the following sub-ssotion shall be inserted,
namely :—

“(3) If the recotd of the particulars is kept in
computer floppies or diskettes of it any other elec-
tronic form, sub-sections (1) and (2) shall be
déemidd to hive beeti somplisd with if the public

1 of 1872

Amend-
ment of
section 68.

Amend-
ment of
section 72.
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43 of 1958 tion (1), for the words and figures

" 18 given access to such computer ﬂopples, diskettes
or any other electronic form or prmtouts of such
record of particulars for inspection.”.

35. 'In ‘section 73 of the prmmpal Act, in sub-sec-
‘section 4 ol the

47 of 1999. Trade and Merchandise Marks Act, 1958”7, the words
and figureés “section 3 of the Trade Marks Act, 1999
shall be substituted.

36. In section 76 of the principal Act, —
(a) for the words “Central Government”, the
words “Central Government or Appellate Roard”

2 of 1911,

_ shall be substltuted

firures

(b) in clauses (a) and (b), the words and
Act,

“or under the Indian Patents and Designs
19117 shall respectively be omitted.

37. In section 78 of the principal Act, in sitb-sec-
tion | (1), after the words “complete speuﬁcauom ", the
words “or other documents: relatmg thereto shali be
lnserted

38. ln section 80 of the principal Act, the ‘oilow-
ing proviso shall be inscrted at the end, namely:

“Provided that the party desiring a hearing mukes
the request for such hearing to the Controller at least
ten days in advance of the expiry of the time-'imit
specified in respect of the proceeding.”.

39. For Chapter XVI of the prmc:lpal Act, the
folowing Chapter shall be substltuted nameiy —

' CHAPTER XVI

Amend-
ment of
section 73.

Amend-
ment of
section 76.

Amend-
ment of
section 78.

Amcend-
ment of
section 80.

Substifution
of new
Chapter
for Chap-
ter XVI5

WORKING OF PATENTS COMPULSORY LICENCES AND REVOCATION

32 In thls Chapt@r, _unJess the - contcxt otherwme
reQuIres,

(a) “patented -article” mcludes any artlcle made by
a patentcd process and " K -

(b) Patcntec mcludcs an. cxcluswc }lce-ﬂﬁce-'."

Deﬁmtlons
of “paten-
ted artlcles
and ° pa-
tentee”

-
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83. Without prejudice to the other provisions con- General
tained in this Act, in exercising the powers conferred principles
by this Chapter, regard shall be had to the following applicable

Lo general considerations, namely:— to working
: of patented

(a) that patents are granted to encourage inven- Invenfions.

tions and to secure that the inventions are worked

‘in India on a commercial scale and to the fullest

ex{ent that is reasonably practicable W1thout undue

delay;

{b) that they are mnot granted merely to enable
patentees to enjoy a monopoly for the importation
of the patented article;

(c) that the protection and enforcement of patent
rights contribute to the promotion of techaological
innovation and to the transfer and dissemination
of technology, to the mutual advantage of produ-
~ cers, and users of technological knowledge and In
a manner conducive to soctal and economic wel-
fare, and to a balance of rights and obligations;

(d) that patents granted do not impede protection
r - of public health and nutrition- and should act as
' mstrument to promote public interest specnally in
sectors of vital ~importance for socio- econormc and
technological development of Indla,

(¢) that patents granted do not inany way prohibit
Central Government in taking measures -to protect
pubhc health;

'(f) that the patent rlght is not abused by the
‘patentee or. person ..deriving title’ or Inferest- on
patent from the patentee, and- the. patentee or a- per-
son deriving title or interest on patent from the
patentee does not resort to practices which unreason-
~ ably restrain trade or ‘adversely affect the imterna-
‘tional transfer of tcchnology, and S

(g) that patents are granted to make the bcncﬁt
b © " of the patentéd invention available at rcasonably
affordable prices. to the public. -~ . 7.

Compul- 84 (l) At any ‘time. afte.r thc exptratlon of three years
SOTY frﬂm the . date of the - sealing of .a’patedt, any person
lice nces. interested may make an application: to the ‘Cotitroller for
grant of compulsory hccncc on patcnt on_any of the
fellowing grounds name y‘-—-r <

s T e
¢ Lo R
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(a) that the reasonable requirements of the:
public with respect to the patented invention
have not been satisfied, or

(b) that the patented invention is not availa—.
ble to the public at a reasonably affardable
price, or

(c) that the patented inveation is not worked in
the territory of India.

(2) An application under this section may be made
by any person notwithstanding that he is already
the holder of a licence under the patent and no-
person shall be estopped from alleging that the
reasonablie requirements of the public with respect
to the patented invention are not satisfied or that
the patented invention is not worked in the terrilory
of India or that the patented invention is not avai-
lable to the public at a reasonably affordable price
by reason of any admission made by him, whether
in such a licence or otherwise or by reason of his
having accepted such a licence.

(3) Eevery application under sub-section (1) shall
contain a statement setting out the nature of the
applicant’s interest together with such particulars as
may be prescribed and the facts upon which the
application is based.

(4) The Controller, if satisfied that the reasonable
requirements of the public with respect tc the
patented invention have not teen satisfied or that the
patented invention is not worked in the territory of
India or that the patented invention is not available -
to the public at a reasonably affordable price, may
grant a licence upon such terms ds he may deem fit.

(5) Where the Controller directs the patentee to.
grant a licence he may, as incidental thereto, cxer-
cise the powers set out in section 88.

(6) _In coasidering the application filed under this
section, the Controller shall take into account,—

(i) the nature of the invention, the time which
has elapsed since the sealing of the patent and
the measures already taken by the patentee or -
any licenisee to make full use of the invention; .

(ii) the abiﬁty of the applicant . to work the -
invention, to the public advantage;.
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(iv) as to whether the applicant has made efforts

to obtain a licence from the patentee on rea-

~sonable terms and conditions and such efforts

have not been successful within a reasonable
v period as the Controller may deem fit:

Provided that this clause shall not be applica-

- ble in case of national emergency or other circum-

Stances of extreme urgency or in case of public

non-commercial use or on establishment of a

ground of anti-competitive practices adopted by
the patentee,

but shall not.be required to take into account matters
subsequent to the making of the application,

(7) For the purposes of this Chapter, the reasona-
ble requiremeats of the public shall be deemed not
to have been satisfied —

(a) if by reason of the rvefusal of the patentee to
grant a licence or licences on reasonable terms,—

(i) an existing trade or industry or the develop-
v ment thereof or the establishment of any new trade
: or industry in India or the trade or Industry of any
person or class of persons trading or manufacturing
in India is prejudiced; or

(i) the demand for the patented article has not
been met to an adequate extent or on reasopable
terms; or

(ili) a market for export of the patented article
manufactured in  India is not being supplied or
developed; or

(iv) the establishment or development of com-
mercial activities in India is prejudiced; or

(b) if, by reason of conditions imposed by the
pateatee upon the grant of licences under the pa-
_ - tent or ypon the purchase, hire or wuse of the pa-~
s tented article or process, the manufacture, use or
- - sale of materials not protected by the patent, or
the establishment or development of any trade or

industry in India, is prejudiced; or .. C

(c) if the patentee imposes a condition upon the
- grant of licences under the patent to provide exclu-
sive grant back, prevention to. challenges to the
validity of patent or coercive package licensing, or
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.. (d) if the patented invention is not being worked

in the territory .of India on a commercial scale to

. an adequate extent or is not .beinf so worked to
* . the fullest extent that is reasonably

practicable, or
(¢) if the working of the patented invention 1n the
territory of India on a commercial scale is being
prevented or hindered by the importation from
abroad of the patented article by—

(i) the patentee or persons claiming under him ;
or

(ii) persons directly or indirectly purchasing
from him; or

(iti) other persons against whom the patentec
is not taking or has not iaken proceedings for
infringement. -

85. (1) Where, in respect of a patent, a compulsory
licence has been granted, the Central Gevernment
or any person interested may, after the cxpiiation
of two years from the date of the order granting
the first compulsory licence, apply to the Caontrol-
ler for an order revoking the patent on the ground
that the patented invention has mnot beca worked
in the territory of India or that reasonable regui-
rements of the public with respect to the patented

invention has not been satisfied or that the paien-

ted invention is not available to the public at a
reasonably affordable price.

(2) Every application under sub-section (1) shall
contain such particulars as may be prescribed, the
facts upon which the application is based, and, in
the case of an application other than by the Cen-
tral Government, shall also set out ‘the  nature of
the applicant’s interest. :

. (3) The Controller, if satisfied that the reasotable

réquirements of the public with respect o the

- patented invention have not been satisfied or that
" patented invention has not been worked 1in the

territory of India or that the patented iavention is

not_available to the public at a -reasonably affor—
dable price, may make an order revoking the patent.

. (4) Every application under sub-section (1) shall

ordinarily be decided ~within one. year -of its being

presented to the Controller.

Revocation
of patents
by the
Controller
for non-
working.
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86. (1) Where an . application under section 84 or
section .85, as the case may be, is made on the grounds
that. the patented inventioa has not heen worked .in the
territory- of India or on the ground mentioned in clause
(d) of sub-section (7) of section 84 and the Controller
is satisfied that the time which has elapsed since the
sealing of the patent has for 2ny reason been insufhi-
cient to enable the invention to be worked on a com-
mercial scale to an adequate extent or to epable the
invention to be so worked to the fullest extent that is
reasonably practicable, he may, by order, adjourn the
further hearing of the application for such period not
exceeding twelve months in the aggregate as appears to
him to be sufficient for the invention to be so worked:

Provided that in any case where the patentee esta-
blishes that the reason why a patented invention could
not be worked as aforesaid before the date of the
application was due to any State or Central Act or any
rule or regulation made thercunder or any order of
the Government imposed otherwise than by way of a
condition for the working of the invention in the terri-
tory of India or for the disposal of the patented articles
or of the articles made by the process or by the use of
the patented plant, machinery, or apparatus, then, the
pericd of adjournment ordered under this sub-section
shall be reckoned from the date on which the period
during which the working of the invention was prevented
by such Act, rule or regulation or order of Government
as computed from the application, expires.:

(2) No adjournment under sub-section (1) shall
be ordersd unless the Controller is satisfied that
the patentee has taken with promptitude adequate
or reasonable steps to start the working of the in-
vention in the territory -of India "on a commercial
scale and to an adequate extent. _

87. (1). Where the Controller is satisfied, upon consi-
deration of an application under section 84, or section
85, that 4 prima facie case has been made out for the
making of an order, he shall direct the applicant to
sérve copies of the application upon the pdtentee and
any:other person -appearing from the register to be in-
terested, ip the patent.in respect . of which the applica-
tion is made, and shall advertise the application in the
Official Gazette. .~~~ -
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Powers of
Controller
in granting
compulsory
licences.

(2) The patentee or any other person desiring to
~ oppose the application may, within such time as
may be prescribed or within such further time as
the Controller may on application (made either
- before or after expiration of the prescribed time)
allow, give to the Controller notice of opposition.

(3) Any such notice of opposition shall contain a
statement setting out the grounds on which the ap-
plication is opposed.

(4) Where any such notice of opposition is duly
given, the Controller shall notify the applicant, and
shall give to the applicant and the opponent an
opportunity to be heard before deciding the case.

88. (1) Where the Controller is satisfied on an appli-
cation made under section 84 that the manufacture,
use or sale of materials not protected by the patent is
prejudiced by reason of conditions imposed by the pa-
tentee upon the grant of licences under the patent, or
upon the purchase, hire or use of the patented article
or process, he may, subject to the provisions of that
section, order the grant of licences under the patent to
such customers of the applicant as he thinks fit as well
as to the applicant.

(2) Where an application uader section 84 is
made by a person being the holder of a licence
under the patent, the Controller may, if he makes
an order for the grant of a licence to the appli-
cant, order the existing licence to be cancelled, or
may, if he thinks fit, instead of making an order
for the grant of a licence to the applicant, order
the existing licence to be amended.

(3) Where two or more patents are held by the same
patentee and an applicant for a compulsory licence
establishes that the reasonable requirements of the
public have not been satisfied with respect to some
only of the said patents, then, if the Controller is
satisfied that the applicant cannot efficiently or
satisfactorily work the licence granted to him under
those patents without infringing the orther patents
held by the patentee and if those patents involve
important technical advancement of considerable
“economic significance in - relation - to the other
" patents, he may, by order, direct the grant of a
licence in respect of the other patents also to enable
the licensee to work the patent or patents in regard.
to which a licence is granted under section 84.
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4) Where the terms and conditions of a licence
ave been settled by the Controller, the licenges
_ may, at any time after he has worked the invention
v on a commercial scale for 2 period of not less than
twelve months, make an application to the Con-
troller for the revision of the terms and conditions
on the ground that the terms and conditions settled
~ have proved to be more onerous than originally
- expected and that in consequence thereof the licen-
?ee is unable to work the invention except at a

oss:

Provided that no such application shall be
entertained a second time.

89. The powers of the Controller upon an application  General
raade under section 84 shall he exercised with a view purposes
to securing the following general purposes, that js for granting
to say, -~ compulsory
licences.

(a) that patented inventions are worked on a com-

mercial scale jn the territory of India without un-

due delay and to the fullest extent that is reason-

ably practicable;

(b) that the interests of any person for the time
being working or developing an invention in the
territory of India under the protection of a patent
are not unfairly prejudiced.

90. (1) In settling the terms and conditions of a licence Terms and
under section 84, the Controller shall edeavour to secure— conditions
of compul-
(1) that the royalty and other remuneration, if sory licon-
any, reserved to the patentee or other person  ces.
beneficially entitled to the patent, is reasonable,
having regard to the nature of the invention,
the expenditure incurred by the patentee in,
making the invention or in developing it and
obtaining a patent and keeping it in force and
other refevant factors;

(i) that the patented invention is worked to
N the fullest extent by the ﬂerson to whom the
};f:ence Is granted and with reasonable profit to
im;
(iif) that the patented articles are made avai-
lable to the public at reasonably affordable
prices;

(iv) that the licence granted is a non-excly-
sive licence; '

¥
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(v) that the right of the licensec is non-assig-
nable; : _

(vi) that the licence is for the balance term of
the patent unless a shorter term is consisient
with public interest;

(vii) that the licence is granted with 2 predo-
minant purpose of supplying in Indian market
and in the case of semi~conductor technology,
the licence granted is to work the invention
for public non-commercial use and in the case,
the licence granted to remedy a practice deier-
miped after judicial or administrative piocess
to be anti-competitive, licensee shall be per-
mitted to export the patented product.

(2) No licence granted by the Controller shall
authorise the licensee to import the patented article
or an article or subsiance made by a paicnle
abroad where such importation would, process ror
but for such authorisation, constitute an infriage
wanr of the rights of the patsates.

(3) Notwithstanding anything contained in sub-
section (2), the Central Government méay, Hodo its
opinion it is necessary so 10 do, in the pubic tin-
terest, direct the Controller at any time to i&ui orise
any licensee in respect of a patent to import the
patented article or an article or substance madye by
a patented process from abroad (subject 1o such
conditions as it considers necessary 10 impose elating
among other matters 10 the royalty and othcr re-
muneration, if any, payable to the patentec, the
quantum of import, the sale price of the imported
article and the period of imporiation), and thercupon
the Controller shall give effect to the directions.

91. (1) Notwithstanding anything contained iu the
other provisions of this Chapter, at any time ailer the
sealing of a patent, any persou who has the vight to
work any other patented invention cither as patentee
or as licensee thereof, exclusive or otherwisc, may
apply to the Controller for the grant of a licence of
the first-mentioned patent of the ground that he 1s
prevented oOr hindered without such licence from wor-
king the other invention efficiently or to the best advaa-
tage possible.

(2) No order under sub-section (1) shall be made
unless the Controiler is salisfied—
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(i) that the applicant is able and willing to
grant, or procure the grant fo the patgntee and
his Hceusces if they so desire, qu a licence in
_ respect of the other invention on reasonable
v terins; and

(ii} that the other ipvention has made a4 sub-
stantial contribution to the establishment or
development of commercial or industrial activi-
tics in the territory of Iandia.

{3) When the Controller is satisfied that the con-
ditions mentioned in sub-section (1) have been
established by the applicant, he may make an order .
on such terms as he thinks fit granting a licence
under the first-mentioned patent and a similar order
under the other patent if so requested by the pro-
prietor of the first-mentioned patent or his licensee:

Provided that the licence granted by the Con-
troller shall be non-assignable except with the as-
signment of the respective patents.

(4) The provisions of sections 87,88,89 and 90
shall apply to licences granied under this section
__V as they apply to licences granied under section 84.

Special pro- 92. (1) If the Central Government is satisfied, in res-
vision for pect of any patent in force in circumstances of national
compulsory cmergency or in circumstances of extreme urgency or
licences on in case of public non-commercial use, that it s neces-
notification sary that compulsory licences should be granted at any
by Central time after the sealing thereof to work the invention, it
Govern- may make a declaration to that effect, by notification
ment. in the Official (azette, and thereupon the following
provision shall have cffect, that is to say, -

(i) the Controller shall, on application made at
any time after the notification by any person
interested, graat to the applicant a licence
under the patent on such terms and conditions
as he thinks fit;

(ii) in settling the terms and conditions of a
licence granted under this section, the Control-
ler shall endeavour to secure that the articles
manufactured under the patent shall be availa-
ble to the public at the lowest prices consistent
with the patentees deriving a reasonable advan-
tage from their patent rights.
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(2) The provisions of sections 83,87,83,89 and 90
shall apply in relation to the grant of licences
under this section as they apply in relation to
the grant of licences under section 84.

(3) Notwithstanding enything contained in sub-
section (2), where the Controller is satisfied on
consideration of the application referred to in
clause (i) of sub-section (1) that it is necessary in—

(i) a circumstance of national emergency; or
(i1} a circumstance of extreme urgency; of

(i) a case of public non-commercial use,

which may arise or is required, as the case may
be, including public health crises, relating to Ac-
quired Immune Deficiency Syndrome, human mmu-
nodeficiency virus, tuberculosis, malaria or other
epidemics, he shall not apply any procedurc specl-
fied in section 87 in relation to that application
for grant of licence under this section:

Provided that the Controller shall, assoon as
may be practicable, inform the patentee of the pa-
tent relating to the application for such non-app-
of lication section 87.

93. Any order for the grant of a licencc under
this Chapter shall operate as if it were a deed granting
a licence executed by the patentee and all other neces-
sary parties embodying the terms and conditions, if
any, settled by the Controller.

94. (1) On an application made by the patentee
or any other person dertving title or iaterest in the pa-
tent, a compulsory licence granted under section 84
may be terminated by the Controller, if and when the
circumstances that gave rise to the grant thereof no
longer exist and such circumstances are unlikely to
recur:

Provided that the holder of the compulsory licence
shall have the right to object to such termination.

(2) While considering an application under sub-
section (1), the Controller shall take into account
that the interest of the person who had previously

been granted the licence is not unduly prejudiced.”.

Order for
licence to
operatt as
deed be-
tween par-
1ies con-
cerned.

Termina-
tion of
compulsory
licence.
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40. In section 99 bf_ the ‘principal Act, sub-séction Amend-

(2)-shall be omitted. ment of
' S section 99.

41. In section 100 of the principal Act,— Amend-

o o ' ' ment of

(a) in sub-section (3), for the proviso, the following section 100.
proviso shall be substituted, namely:

“Provided that in case of any such'use of any

" patent, the patentee shall be paid not' more than

adequate remuneration in the circumstances of each

case, taking into account the economic value of
the patent.”;

(b) in sub-section (5), for the words “unless it
appears to the Government that it would be con-
trary to the public inferest so to do”, the words
“except in case of national emergency or other cir-
cumstances of extreme urgency or for noa-com-
mercial use” shall be substituted;

(c! in sub-section (6), for the words “right to sell
the goods,” the words “right to sell, on non—com-~
mercial basis, the goods” shall be substituted.

42. 1In section 101 of the principal Act,— Amend-

_ ment of
(a) in sub-section (1),— section 101,

(i) the words, “whether before or after the
commencement of this Act,” shall be omitted;

(i) the brackets and _words “(including pay-
ments by way of minimum royalty)” shall be
omitted; I '

(b) in sub-section (2), the brackets and words
“{including payments by way of minimum royalty)”
shall be omitted; '

(¢) in sub-section (3), in clause (b), the words “in-
cluding payments by way of minimum royalty”
shall be. omitted. -

Insertion of 43. Aftér sectidn 104 of the principal_Ac_t_, the following
new section scctioa shall be inserted, namely:— _

Burden of
proof in case

© *104A. '('1.) I'n.aﬁf suit for 'iﬁfring'emeni:-of é'i)étent
where the subject matter of patent is a process for
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of syits cop- obtaining a product, the court may direct the defen-

cerping In- dant to prove that the process used by him to obr

fringement. tain the product, identical to the product of the

' pateqtigd process, is different from the patented pro-
cess if,— .

(a) the subject matter of patent is a .process for
obtainiag a new product,
or

{b) there is a substantial likelihood that the iden-
tical product is made by the process, and the pa-
tentec or a person deriving title or iaterest in the
patent from him, has been unable through reaso-
nable efforts to determine the process agtually used:

Provided that the patentee or a person deriving utle
or intérest in the patent from him, first proves that the
product is identical to the produst directly obtained by
the patented process.

(2) In considering whether a party has dischurged
the burden imposed upon him by sub-section (1),
the court shall not require him to disclose any ma-
nufacturing or commercial secrets, if it appears to
the court that it would be unreasonable to do so.”.

Insertion of 44. After section 107 of the Principal Act, the following
new section section shall be inserted, namely:—

107A,
“10 7A. for the purposes of this Act,—

Certain acts

not to be (a) any act cof making, constructing, using or sel-
considered as  ling a patented invention solely for uses reasonably
infringement. relating to the development and submission of In-

formation rtequired under any law for the time
being in force, in India, or in a country other than
India, that regulates the manufacture, construction,
use or sale of any product;

(b) importation of patented products by any per-
son from a person who is duly authorised by the
patentee to sell or distribute the product,

shall not be considered as an infrigement of patent rights.”

Amendment 45. Section 108 of the principal Act shall be pum-

of section bered, as sub section (1) thereof and after sub-section

108. (1) as so numbered, the following sub-section shall be
inserted, namely:—

“(2) The court may also order that the gzoods

which are found to be infringing and materials and

implement, the predominant use of which is in the
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creation of infringing, goods shall be seized, for-
feited or  destroyed, 45 the coury deenss fir under
the dirgumstances of the “¢ase Wwithgdt paysieit of
any compensation.”. S

‘Omission of 46. Section 112 of the principal Act shall be omitted.
section 112, : ' : -
Substitution 47. For Chapter XIX of the principal Act, “the fol-
of new lowing Chapter shall be substituted, namely:—
‘Chapter for

Chapter XIX.

“CHAPTER-XIX
APPEALS TO THE APPELLATE BOARD

116. (1) Subject to the provisions of this Act, the Appeliate
47 of 1999. Appeltate Board established under section 83 of the Board.

Trade Marks Act, 1999 shall be the Appellate Board

for the purposes of this Act and the said Appellate

Board shall exercise the jurisdiction, power and autho-

rity conferred on it by or under this Act:

Provided that the Technical Member of the Appel-
_V‘ late Board for the purposes of this Act ‘shall have the
quahﬁcatibns specified in sub-section (2).

(2) A person shall not be qualified for appoint-
ment as a Technical Member for the purposes
of this Act unless he—

(a) has, at least five years, held the post of
Controller under this Act or has exercised the
functions of the Controller under this Act for

at least five years; or

(b) has, for at least ten years, functioned as a
registered patent agent and possesses a degree
in engineering or technology or a masters degree
in science from any University éstablished
under law for the time being in force or equi-
valent; or '

(c) has, for at least ten years, been ah advocate
of a proven specialised experience in practising
law relating to patents and designs:

117. (1) The Central Govétnment shall deteemine the Staft of
nature 3nd categoties of the officers amd other Appellate
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47 of 1999.

employees required to assist the Appellate Board in the
discharge of its functions under this Act and provide
the Appellate Board with such officers and other em-
ployees as it may think fit.

(2) . The salacies and allowances snd conditions of
service of the officers and other employees of the
Appellate Board shall be such as may be pres-

cribed.

(3) The officers and other employees of the Appel-
late Board shall discharge their functions under
the general superintendence of the Chairman of the
Appellate Board in the manner as may be prescribed.

I17A. (1} Save as otherwise expressly provided in sub-
section (2), no appeal shall lie from any decision, order
or direction made or issued under this Act by the
Central Government, or from any act or order of the
Controller for the purpose of giving effect to any such
decision, order or direction.

(2) An appeal shall lie to the Appellate Board
from any decision, order or direction of the Control-
ler or Central Government under section [5, section
16, section 17, section 18, section 19, section 20,
section 25, section 27, section 28, section 5!, scction
54, section 57, section 60, section 61, section 63,
section 66, sub-section {3) of section 69, section 78,
sub-sections (1) to (5) of section 84, sccticn 85,
section 88, section 91, section 92 and section 94.

(3) Every appeal under this section shall be in the
prescribed form and shall be verified in such manner
as may be prescribed and shall be accompanicd by
a copy of the decision, order or direction appealed
against and by such fees as may be prescribed.

-(4) Every appeal shall be made within three
months from the date of the decision, order or
direction, as the cass may be, of the Controller or
the Central Government or within such further
time as the Appellate Board may, ia accordance
~with the rules made by it, allow. -

117B. The provisions of sub-sections (2) to (6) of section
84, section .87, section 92, section 95 and section 96 of
the Trade .Marks Act, 1999 shall apply to the Appel-
late Board in the discharge of its functions urder this
Act as they apply to itin the discharge of its functions
under the Trade Marks Act, 1999,

Board.

Appeals of
Appellate
Board.

Procedure
and powers
of Appel-
late Board.
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Bar of juris- 117C. No coust or other authority shall have or,

diction of be entitled to, exercise any jurisdiction, powers or

courts, etc. authority in relation to the matters referred to in

~ sub-section (2) of section 11A or section 11D.
| 4

Procedure for 11D. (1) An application for rectification of the

application for register made to the Appellate Board under scotion

rectification, 71 shall be in such form as may be prescribed.

etc., before _ '

Appeliate (2) A certified copy of every order or judgment

Board. of the Appellate Board relating to a patent under
this Act shali be communicated to the Controller
by the Board and the Controller shall give effect
to the order of the Board and shall, when so di-
rected, amend the enfries in, or rectify, the register
in accordance with such order.

Appearance of 117E. (1) The Controller shall have the right to

Controller in appear and be heard—-

legal procee- - X

dings. (a) in any legal proceedings before the Appellate
Board in which the relief sought includes alteration
or rectifization of the register or in which any
question relating to the practice of the patent
office is raised;

(b) In any appeal to the Appeliate Board from an
order of the Controller on an application for graat
of a patent—-

(i: which is not opposed, and the application
is ¢ither refused by the Controller or is accep-
ted by him subject to any amendments, modi-
ficatioas, conditions or limitations, or

(it) which has been opposed and the Controller
considers that his appearance is necessary in
- the public interest,

and the Controller shall appear in any case
if so directed by the Appellate Board.

(2) Unless the Appellate Board otherwise directs,
- the Controller may, in lieu of appearing, submit a
statement in writing signed by him, giving such
- particulars as he thinks proper of the proceedings
-~ before him relating to the matter in issue or of
the grounds of any decision given by him or of
the practice of the patent office in like cases, or of
~other matters relevant to the issues and within his
knowledge ‘as the Coatroller' may deem it necessa-
ry, and such statement shall be evidence in the
proceediag.
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Costs of Con-
troller in
proceedings
before Appel-
late Board.

Transfer of
pending pro-
ceedings to
Appellate
Board.

Power of
Appellate
Board to
make rules,

Amendment
of section
118.

34

117F. In ail procesdings under this Act  be-
fore the Appellate Board, the costs of the Cenirol-
ler shall be in the discretion of the Board, but :he
Controller shall not be ordered to pay the costs

- of any of the parties.

117G. All cases of appeals against any ordes or
decision of the Controller and all cases pes mmng
to rectification of register, pending before any Liigh
Court, shall be transferred to the Appeliate Bourd
from such date as mav be notified by the Crviral
Government in the Official Gazette and the x"a;.fuei—
late Board may proceced with the matter either de-
novo or from the stage it was 80 translerred.

117H. The Appcllate Board may make r.:les
consistent with this Act as 1o the conduct =nd
procedure in respect of all proceedings beiore it
uader this Act.”.

48. In section 118 of the principal Act, alior the
words and figures *
figures

‘under section 337, the words and
‘'or makes or causes to be mddc an applicaiion

for the grant of a patent in contravention ofF section

397

Amendment
of section
120.

Amendment
of section
122.

51.

52.

49. Tn section 120 of the principal Act, for
words “five hundred rupees”, the words °
rupees”

tieon (1), for the words
words

(a) for the words

shall be inserted.

the
“ten thousond

shall be substituted.

50. In sccuon 122 of the principal Act, in sub-scc-
“one thousand rupecs”, the

“twenty thousand rupees” shall be substituted.

In section 123 of the principal Act,—

“five hundred rupees”, the words
“ten thousand rupees” shall be substituted;
“two thousand rupees”, the words

(b) for the words )
” shall be substituted.

“forty thousand rupees

For section 125 of the principal Act, the foliowing

section shall be substituted, namely:—

Amend-
ment of
section 123.

Substitu-
tion of
new section
for section
125.
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“125. (1) The Controller shall maintain a register
to be called the register of patent agents in which
shall be entered the names, addresses and other
relevant particulars, as may be prescribed, of all
persons qualified to have their names so entered
under section 126,

(2) Notwithstanding anything contained in sub-
section (1), it shall be lawful for the Controller to
keep the register of patent agents in computer
floppies, diskettes or anv other electronic form
subjeut to such safeguards as may be preseribed.”.

In section 126 of the principal Act,—
(a} 1n sub-section {1),—
() in clause (¢),—

(A) for the words “degree from any University”,
the words “degree ia science, engineering or
techpology from any University established
under taw for the time being in force” shall he
substituted;

(B) in sub-clause (ii), the word “or” shall be
inserted at the end;

(11) after sub-clause (i), the foilowing sub-clausc
shall be inscrted, namely: -

“(1i1) has, for a total period of not less -than
ten years, functioned either as an examiner or
discharged the functions of the Controller
“uader section 73 or both, bul ceased to hold
any such capacity at the time of making the
application for registraticn;”;

{b) for sub section (2), the followmg sub-section
-shall be substituted, namely:—

“(2) Notwithstanding anything contained ia
sub-section (1), a person who bas been registered
as a patent agent before the commencement of
the Patents (Amendment) Act, 2002 shall be
entitled to continue to be, or  when required
to be re-registered, as a patent agent, on pay-
ment of the fees as may be prescribed.”.

Register of
patent
agents.

Amend-
ment of
section
126.
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54, In secticn 128 of the pfincipal Act,—
(a) in sub-section (1Y, the words “Subject 1o the
provisions contained in sub-section (2) and tc any
rules made under this Act,” shall be omitted;
(b) sub-section (2) shall be omitted.

55. TIn section 130 of the principal Act,~

(a) for the words “Certral Governmert” wherever
they occur, the word “Controller” shall be :ubsti-

tuted;
(b} in sub-section 71}, Tor ihe word “it” -';‘;.f. toih the
places where it occurs, the \xord ¢”  shall be

sunbstitnted. -

56. In section 132 of the principal Act,—

(@) in clause (a’, the words “or any p.rson,
not bemng a patent agent, who is duly wutho-
rised by the applicant” shall be omitted;

(b) in clause (b), for the words “proccodings
under this Act, otherwise than by way o draf-
tirg any specification,” the words “hezring be-
fore the Controller on behalf of a purty who
is taking part in any proceeding under i Act”
shall be substituted.

Amendment 57. In section 133 of the principal Act, the fo!lwing
of section  Explanation shall be inserted at the cnd namelv:-
133.
- ‘Explanation.—For the purposes of this Chapter
“country” includes a group or union of countries
or Inter-governmeantal organisation.’.

Amendment 58. In section 138 of the principal Act,-
of section S
138. (a) in sub-section (1), after the words “shall
furnish,” the words “when required by the
Controller,” shall be inserted;

.. (b) -in sub-section. (2), ftor the words annexed
.-to the specification or document,” the words
“*“furnished .. when required by the Coutroller”

- shall be substltuted .-

PR

T T

Amend-
ment of
section
128.

Amend-
ment of
section 130.

Amend-
ment of
section 132,
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- {¢) after sub-section (3), the following sub-sec-
'+ tions shall ‘be inserted, namely:— -

Y “(4) An interpational application filed under the
- Patent Cooperation Treaty designating India shall
. have effect of filing an application for patent under
section 7, section 54 and section 135, as the case
may be, and the title, description, claim and ab-
- stract and drawings, if any, filed in the interna-
- tional application shall be taken as complete spe-
cification for the purposes of this Act.

(5) The filing date of an applicatioa for patent
and its complete specification processed by the patent
office as designated office shall be the international
filing date accorded under the Patent Cooperation
Treaty.

(6) Amendment, if any, proposed by the the appli-

cant for an international application designating

India or designating and clecting India before in-

ternational searching authority or preliminary exa-

mination authority shall, if the applicant’so desires,

v bgi taken as an amendmen! made before the patent
T olfice.”. '

Amendment 59, In section 140 of the principal Act,—

of section.

140. (a}) in sub-section (1), in clause (ifi), after sub-
clause (c), the following sub-clause shall be inser-
ted, namely: -~ '

“(d) to provide exclusive grant back, preven-
tion to challenges to validity of patent and
coercive package licencing,”;

(b} sub-section (5) shall be omitted.

Amendment 60. In section 141 of the prinCipal Act, in sub-section
of section (1), the words, “whether made before or after the com-

141. mencement of this Act,” shall be omitted.

}‘_ . . . .
Amendgncnt 61. In seetion 142 of the principal Act,— _ '
of section

142. -~ (a)_for sub-section (3), the following sub-section
shall be substituted, namely:—

*(3) Where a fee is payable in recpect of the
. filing of a document at the patent office, the
fee shall ‘be paid along with the document or
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- within the prescribed time and the document
shall be deémed not to have been filed at the

~ office if the fee has not been paid within such
(b) in sub-section (4), the words “or within the
extended period not later than nine months from
the date of recording” shall be inserted at the end.

62. ln section 143 of the principal  Act, for the words Amend-
“or be open to public inspection at any time before the ment of
date of advertisement of acceptance of the application,” section 143.
the words “beforc eighteen months from the date of

application or the priority date of the application or

before the same is open to public inspection” shall be

substituted. _
63. For section 137A ol the principal Act, the following Substitu-
section shall be substituted, namely:— tion of new
: - ' o : section for
section
[3TA.

 ‘i57A. Notwithstanding anything contained in this Protection
Act, the Central Government shall - of security
of India.
(a) not discluse any information relating to any pa- -
tentable invention or any application relating to the
-grant of patent under this Act, which 1t considers
prejudicial to the interest of the securnty of India;
(b) take any action including the revocation ol any
patent which 1t considers necessary In the interest
~of the security of India by issue of a npotihicution
in the Officiai Gazette to that effect.
Explanation.— For the purposes of this section. the
expression “security of Iadia” includes any action n=ces-
sary for the security of India which-—
(i) relates to fissicnable materials or the materials
~ from which they are derived, or
(i) relates to the trathc .in arms, ‘ammunition and
implements of war and to such traffic in orher
goods and materials as is carried on directly or
' indirectly for the purpose of = supplying a ‘military
~ establishment; or
(i) is taken in time of war or other emergency in
international relations.”.

64. Tn section 159 of the pricipal Act, in sub-section (2),- Amend-
' ' ' o ment of

(a) after clause (i), the following clauses shall be sectionjl59.
‘inserted, namely:— '
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“(ia) the details to be furnished by the applicant
uader sub-section (2) of section 8;

¢ (ib) the manner of making the request for examina-
tion of an application for patent under sub-sections
(1),12) and (3) of section 11B;";

(b} in clause (iii), after the word “manner”, the words
“and time” shall be inserted;

(c) in clause (ix), after the word “patents”, the words
“and the safeguards to be observed in the mainte-
nance of such register in computer floppies, diskettes
or any other electronic form” shall be inserted:

(d) after clause (xii), the following clauses shall
be inserted, namely:-—

“(xiia® the salries arnd allowances and other condi-
tions of service of the officers and other employees
of the Appellate Board under sub-section (2), and
the manner in wich the officers and other employees
of the Appellate Board shall discharge their func-
tions under sub-section (3), of section 117:

g

. (xiib) the form of making an appeal, the manner
_ of verification and the fees payable under sub-
. section (3) of section 117A;

(xiic) the form in which, and the particulars to be
included in, the application to the Appellate Board
under sub-section (1) of section 117D;":

(¢) i clause (xiv), after the word “maintained,” the
words, brackets and figures “under sub-section (1) of
section 125 and the safeguards to be observed in
the maintenance of such register of patent agents
on computer floppies, diskettes or any other elec-
tronic form under sub-section (2) of that section”
shall be inserted.

Omission of 65. Section 161 of the principal Act shall be omitted.
+ section 161.

Amendment 66. In section 162 of the principal Act, sub-sections
of section 162. (2) and (3) shall be omitted.
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